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FEDERAL COURT OF JUSTICE 

IN THE NAME OF THE PEOPLE 

JUDGMENT 

X ZR 85/19 

Pronounced on: 
3 November 2020 
Anderer 
Judicial Secretary as 
clerk of the court 
registry 

 

in the matter 

 

Fensterflügel/ 
Window sash 

EPC Art. 69(1); Patent Act Sec. 14, 145 

a) Sec. 145 Code of Civil Procedure is neither directly nor analogously applicable 
when a new action is brought against a defendant for infringement of the same 
patent. 

b) The admissibility of a second patent infringement action may be precluded by 
the validity of a first infringement action based on the same patent or by the res 
judicata effect of a judgment based on infringement of the same patent rendered in a 
prior infringement dispute between the parties (confirmation of Federal Court of 
Justice, judgment of 21 February 2012 - X ZR 111/09, GRUR 2012, 485 - 
Rohrreinigungsdüse II). 

c) Function and purpose indications regularly define the subject-matter protected 
by the patent merely to the effect that it must be suitable for use for the function and 
purpose stated in the patent claim (confirmation of Federal Court of Justice, judgment 
of 24 April 2018- X ZR 50/16, GRUR 2018, 1128 marginal no. 12 - Gurtstraffer). 

d) If the function relates to the manufacturing process of a protected product, it 
may be necessary that the function is also realized in the finished product. 
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Federal Court of Justice, judgment of 3 November 2020 - X ZR 85/19 – 
Higher Regional Court of Munich 
Regional Court of Munich I 
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The X. Civil Senate of the Federal Court of Justice, following the oral hearing on 3 

November 2020, attended by the presiding judge Dr. Bacher, the judges Dr. 

Grabinski, Hoffmann and Dr. Deichfuß, and the judge Dr. Marx 

ruled that: 

The appeal against the judgment of the 6th Civil Senate of the Higher 

Regional Court of Munich of 8 August 2019 is dismissed at the expense 

of the plaintiff. 

By operation of law  
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Facts of the case: 

1  The plaintiff is co-owner of European patent 1 373 672 (patent in suit), 

which was filed on 2 April 2002 and granted on 24 June 2009 with effect in the 

Federal Republic of Germany. The patent in suit relates to a wing for a window 

or a door. 

2  The Federal Court of Justice declared the patent in suit partially null in 

its judgment of 28 January 2016 (X ZR 130/13). Accordingly, patent claim 1 

has the following wording: 

Sash for a window or a door with a profiled frame (1) which 
forms a rebate (3) receiving an insulating glazing (2) with a 
circumferential surface (6) surrounding the insulating glazing (2) 
on the end face and a rebate surface (12) overlapping the edge 
of the insulating glazing (2), and with an adhesive layer (7) only 
on the circumferential surface opposite the end faces of the 
insulating glazing, the adhesive layer securing the insulating 
glazing in the rebate and filling a circumferential gap (8) 
between the end faces (5) of the insulating glazing (2) and the 
circumferential face (6) of the rebate (3) opposite these end 
faces (5), at least in circumferential regions, characterized in 
that, in the region of a cover pane (11) of the insulating glazing 
(2) facing the rebate surface (12), a boundary web (22) running 
in the circumferential direction is provided for the adhesive layer 
(7) at a distance in front of the rebate surface (12). 

3  Claims 2 to 6 refer back to claim 1 as amended above. The original 

claims 7 to 10 relating to a method of making a leaf for a window or door have 

been omitted following the said judgment. 

4  The first defendant, of which the second and third defendants have 

been managing directors since October 2006, is a globally active company 

which manufactures and sells window profile frames under the name 

"Energeto". These are used in the further manufacturing chain by customers 

for the production of windows by being glued to window panes. 

5  There has been a dispute between the parties for some time as to 

whether the Energeto-window-profile-frames make use of the teaching in claim 

1 of the patent in suit. In the course of the dispute, the defendants issued a 

new processing guideline and a new system description, which were to be 

valid as of September 2010 and January 2011, respectively. In the new 

processing guideline, it is stated that the patent in suit claims protection for a 
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window sash in which adhesive extends to a limiting element in the rebate 

base; it must therefore be ensured that the adhesive entry is not limited at any 

point by the centering lip. 

6  In an earlier legal dispute between the parties for contributory 

infringement of the patent in suit, the Court of Appeal, by judgment of 16 

February 2017, the Court of Appeal legally prohibited the defendants from 

offering and/or supplying profile frames for use for casements for windows or 

doors to customers in the Federal Republic of Germany for use in the Federal 

Republic of Germany without indicating in an eye-catching manner in the case 

of offering that the profile frames may not be used without the plaintiff's 

consent to manufacture, offer, place on the market or use casements for 

windows or doors which are formed according to claim 1 of the patent-in-suit 

"if the adhesive layer extends to the limiting web". In addition, the Court of 

Appeal found the defendant liable for damages for acts of offering without such 

a notice. 

7  The Court of Appeal dismissed as inadmissible a counterclaim brought 

by the defendants in the same proceedings seeking a declaration that they 

were not prevented from marketing their products manufactured in accordance 

with the new processing directive if the centering lip was not touched by the 

adhesive used in the bonding process, after the plaintiff had stated at the 

hearing that the action challenged only a form of finish in which the adhesive 

reached the centering lip. 

8  In the case in dispute, the plaintiff claims the defendants for indirect 

infringement of the patent in suit by offering and supplying Energeto-window-

profile-frames which are suitable and intended to be used for window sashes 

window sashes where the bonding of the insulating glazing according to the 

new according to the new processing guideline does not touch the centering 

lip, but in the lower the lower area from "inner ceiling to inner ceiling" and on 

the other sides in any case in certain areas. The regional court dismissed the 

claim as inadmissible. 

9  The Court of Appeal dismissed the plaintiff's appeal with the proviso 

that the action was unfounded (Higher Regional Court of Munich, GRUR-RR 
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2020, 237 - Fensterflügel). The plaintiff challenges this with the appeal 

admitted by the court of appeal, which the defendants oppose. 
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Grounds of the decision: 

10  The appeal is admissible, but is unsuccessful on the merits. 

11  I. The appeal is admissible without restriction. 

12  1. According to the case law of the Federal Court of Justice, the 

appeal may be limited to the question of the admissibility of the action, since in 

this respect it concerns an actually and legally independent part of the overall 

subject matter of the dispute, which may be decided in advance by 

interlocutory judgment pursuant to Sec. 280 Code of Civil Procedure (Federal 

Court of Justice, judgment of 23 February 1983 - IVb ZR 359/81, NJW 1983, 

2084, 2085; order of 17 April 2012 - VI ZR 140/11, NJW-RR 2012, 759 

marginal no. 3). 

13  Furthermore, the restriction does not necessarily have to be ordered in 

the decision formula but can also result from the reasons for the decision (cf. 

(established case law, cf. for example Federal Court of Justice, judgment of 29 

June 1967 VII ZR 266/64, BGHZ 48, 134, 136 = NJW 1967, 2312; judgment 

of13 May 2020 VIII ZR 222/18, NJW 2020, 3258 marginal no. 9). In particular, 

a limited In particular, a limited admission to appeal is to be assumed as a rule 

if the legal question considered by the Court of Appeal to be relevant for 

admissibility only for a clearly a clearly definable independent part of the 

subject matter in dispute (Federal Court of Justice, NJW-RR 2012, 759 para. 

4). 

14  However, the restriction must be clear from the judgment under appeal. 

The appeal is therefore admissible without restriction if it is not clear with the 

necessary certainty from the overall context of the statements in the judgment 

under appeal that the court of appeal intended to allow the appeal only on a 

limited basis (Federal Court of Justice, judgment of 18 December 2008 - I ZR 

63/06, GRUR 2009, 515 marginal no. 17 - Motorradreiniger). 

15  2. In the case in dispute, the Court of Appeal based its grant of 

leave to appeal on the consideration that it was necessary to clarify whether 

Sec. 145 Patent Act applied directly or mutatis mutandis when a similar act 

was attacked under the same patent. 
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16  Admittedly, that point of law concerns only the admissibility of the 

action. Nevertheless, it cannot be inferred with the requisite clarity from the 

Court of Appeal's reasoning that it intended to limit admissibility to that part of 

the subject matter of the dispute. 

17  The fact that the complaint required for the admissibility of the appeal 

exists only on the part of the plaintiff speaks against an intention to restrict, but 

the plaintiff would be little served by a dismissal of the action as inadmissible 

instead of as unfounded. 

18  It is true that the fact that a limited grant of leave to appeal goes 

nowhere does not preclude an effective limitation if the Court of Appeal 

evidently overlooked this aspect, for example because it failed to take into 

account that an appeal under Sec. 565 and Sec. 513(2) Code of Civil 

Procedure cannot be based on the fact that the Court of Appeal wrongly 

assumed that it had jurisdiction (Federal Court of Justice, NJW-RR 2012, 759 

marginal no. 6). 

19  In the case in dispute, however, the question considered by the Court of 

Appeal to be in need of clarification is in principle amenable to a decision in 

the revision proceedings. It is also amenable to an unrestrictedly admitted 

appeal by the plaintiff because the question whether the action is already to be 

dismissed as inadmissible is also to be examined in the appellate instance 

with priority as a matter of principle. In view of this, it cannot be assumed with 

the requisite certainty that the Court of Appeal intended to bar the plaintiff from 

this only sensible way of clarifying the legal question at issue. Sufficient 

indications that the Court of Appeal simply overlooked the special procedural 

situation are not discernible. 

20  II. The patent in suit relates to a casement for a window or door with 

insulating glazing. 

21  According to the description of the patent in suit, it was known, in order 

to simplify the assembly of insulating glazing, to apply adhesive in strips along 

the rebate surface of the circumferential frame rebate parallel to the visible 

surface of the glazing and to press the pane against this adhesive strip when 
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inserting it into the rebate. This takes over the connection between the 

insulating glazing and the profile frame. The disadvantage of this is that the 

load caused by the insulating glazing is transferred to the profile frame 

exclusively via the rebate web overlapping the insulating glazing. In addition, 

there was a risk of the outer pane being lowered on one side. 

22  For the simple fixing of a laminated glass in a profiled frame of an 

explosion-proof window, it is also known to fix the laminated glass inserted in 

the frame rebate by means of an adhesive layer which fills the circumferential 

gap between the laminated glass and the rebate. In the transition area 

between the peripheral surface of the rebate and the rebate surface 

overlapping the edge of the laminated glass, a profile bar can be glued in 

place, which limits the adhesive layer to the end surface areas of the 

laminated glass. However, the profile bar prevents the laminated glass from 

being replaced, because when the adhesive layer is cut through, a bonding 

bridge remains over it to the profile frame. In addition, the rod makes it more 

difficult to drain off moisture that penetrates between the laminated glass and 

the frame profile. 

23  2. Against this background, the patent in suit is based on the 

technical problem of providing a casement for a window or a door in such a 

way that the replacement of the insulating glazing is not hindered while 

maintaining the advantages of the known adhesive connection between 

insulating glazing and profile frame. 

24  3. To solve this, the patent in suit proposes in claim 1 - as amended 

by the Senate judgment of 28 January 2016 - a sash for a window or door 

having the following features: 

1 Casement for a window or door 

2 with a profile frame 1, 

3 wherein the profile frame forms a rebate 3 receiving 
an insulating glazing 2 with 

4 a circumferential surface 6 surrounding the 
insulating glazing 2 on the front side and 

5 a rebate surface 12 overlapping the edge of the 
insulating glazing 2; 
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6 and with an adhesive layer 7 only on the peripheral 
surface opposite the end faces 5 of the insulating 
glazing 2, the adhesive layer 7 securing the 
insulating glazing 2 in the rebate 3, and 

7 fills a circumferential gap 8 between the end faces 5 
of the insulating glazing 2 and the circumferential 
face 6 of the rebate 3 lying opposite these end 
faces 5, at least in circumferential regions, 

8 wherein a circumferentially extending limiting ridge 
22 is provided for the adhesive layer 7, 

9 namely in the region of a cover pane 11 of the 
insulating glazing 2 facing the rebate surface 12, 

10 with distance in front of the folding surface 12. 

25  III. The Court of Appeal gave the following reasons for its decision: 

26  The action was admissible. Sec. 145 Patent Act was not applicable to 

the case in dispute, since the action did not attack either the same or a similar 

act on the basis of another patent, but only the attack against a similar act 

from the same patent was at issue. In view of the clear wording and the 

exceptional nature of the provision, analogous application of Sec. 145 Patent 

Act in this constellation had to be rejected. 

27  The action could also not be countered with the general objection of 

misuse arising from Sec. 242 Civil Code. Even if the plaintiff had not denied a 

claim to fame in the preliminary proceedings, a dismissal of the action for a 

declaratory judgment would not have resulted in a judicial decision on the 

merits as to whether the plaintiff was entitled to the claims for accounting and 

damages asserted in this legal dispute. 

28  The action was also not inadmissible due to conflicting res judicata 

pursuant to Sec. 322(1) Code of Civil Procedure. In the statement of the 

grounds for the action, the plaintiff had expressed that with the present action 

it was (solely) challenging those profile frames of the defendant which were 

physically designed like the window type "Energeto" and for which bonding 

was carried out in accordance with the new processing guidelines of 

September 2010 without touching the limiting web. This design had not been 

the subject of the earlier legal dispute. 

29  The expression "limiting web" in feature 10 only contained a functional 
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requirement which, considered in isolation, did not require that the adhesive 

actually reached this web. However, from the point of view of the skilled 

person, the wording of feature 7 was to be understood as meaning that a 

space of the circumferential gap 8 up to the limiting web 22 was to be filled 

with elastic adhesive. In so far as feature 7 provided for filling "at least in 

circumferential areas", the skilled person would relate the possibility thus 

opened up of only partial filling solely to the circumferential direction, but not to 

the depth direction. 

30  Accordingly, there was no indirect infringement of the patent in suit. If 

the defendant's window profile frames were processed in accordance with its 

new processing guidelines, feature 7 would not be implemented. 

31  IV. The judgment of the Court of Appeal stands up to legal review in 

the appeal proceedings. 1. 

32  1. The Court of Appeal correctly considered the action to be 

admissible. 

33  a) Section 145 Patent Act does not prevent the admissibility of the 

action. 

34  As the Court of Appeal correctly decided, Sec. 145 Patent Act is not 

directly applicable to the dispute. The infringement action is based on the 

same patent that was already the basis of the parties' previous infringement 

dispute and thus not - as the wording of the provision provides - on a different 

patent (also denying the applicability of Sec. 145 Patent Act under these 

conditions: Higher Regional Court of Düsseldorf, GRUR-RR 2017, 249 

Lichtemittierende Vorrichtung; BeckOK PatR-Kircher, 17th ed. [15 July 2020] 

Patent Act Sec. 145 marginal no. 14; Benkard/Grabinski/Zülch, Patent Act, 

11th ed. [2015], Sec. 145 marginal no. 6; Busse/Keukenschrijver, Patent Act, 

9th ed. [2020], Sec. 145 marginal no. 8; Kühnen, Handbuch der 

Patentverletzung, 12th ed. [2020], p. 607; Mes, Patent Act, 5th ed. [2020] Sec. 

145 marginal no. 7; but see also Higher Regional Court of Düsseldorf, BeckRS 

2016, 3052 marginal no. 31). 

35  bb) However, an analogous application of Sec. 145 Patent Act is also 
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out of the question in such a case, since there is already no gap in the law that 

is contrary to the intention (on the prerequisites of a legal analogy in general, 

see Federal Court of Justice, judgment of 25 August 2015 X ZB 5/14, GRUR 

2015, 1253 marginal no. 19 Determination of patent attorney fees; judgment of 

14 April 2020 X ZB 2/18, GRUR 2020, 781 marginal no. 14 EPO 

representative). 

36  (1) Pursuant to Sec. 145 Patent Act, a person who has brought an 

action for patent infringement under Sec. 139 Patent Act may bring a further 

action for the same or a similar act based on another patent only if, through no 

fault of his own, he was not in a position to also assert this patent in the earlier 

litigation. The "concentration maxim" provided for in this provision is intended 

to have the effect that a patent proprietor takes action against the same or 

similar alleged infringing act with all patents which he considers to have been 

infringed (Resolution Recommendation and Report of the Legal Affairs 

Committee [6th Committee] on the Draft Law on the Simplification and 

Modernization of Patent Law, BT-Drucks. 16/13099, p. 4), i.e. does not 

withhold them at will. The patent proprietor is prevented from asserting the 

rights under further patents to which he is entitled against the defendant for the 

same or a similar act by means of a renewed action because this would be 

inadmissible (Federal Court of Justice, judgment of 3 November 1998 X ZR 

107/87, GRUR 1989, 187, 188 Kreiselegge II; judgment of 25 January 2011 X 

ZR 69/08, GRUR 2011, 411 marginal no. 18 Raffvorhang). 

37  (2) On the other hand, Sec. 261(3) No. 1 Code of Civil Procedure 

may be applied if a patent proprietor, having already filed an action for 

infringement of a patent by the manufacture or sale of a certain challenged 

embodiment and this action is still pending, files a further action against the 

same defendant for infringement of the same patent by the manufacture or 

sale of a challenged embodiment which has been modified with respect to the 

first one. If a decision has already been made in the first infringement 

proceedings in this respect by a final judgment, the validity of the judgment 

under Sec. 322(1) Code of Civil Procedure may also prevent the admissibility 

of the second infringement action based on the same patent as a negative 

procedural requirement (Federal Court of Justice, judgment of 21 February 
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2012 X ZR 111/09, GRUR 2012, 485 marginal no. 10 Rohrreinigungsdüse II). 

38  In these cases concerning the same patent, the admissibility of the 

second infringement action depends on whether the subject matter of the 

dispute, which is already pending or on which a final decision has already 

been made, is identical to that of the second action. According to the case law 

of the Senate, the cause of action in patent infringement actions is regularly 

determined essentially by the actual embodiment of a certain product 

designated as the challenged embodiment with regard to the features of the 

asserted patent claim. The identity of the cause of action is (only) annulled if 

this core of the facts of life cited in the first action or underlying the previous 

judgment is changed by new facts in the second action (Federal Court of 

Justice, loc. cit. para. 18 f. Pipe cleaning nozzle II). 

39  (3) Sec. 145 Patent Act supplements these rules, which also apply 

to patent infringement proceedings on the basis of general civil procedural law, 

by providing that the admissibility of a patent infringement action is precluded if 

the second action is based on a different patent but relates to the same or a 

similar act which was the subject of the first infringement action, unless the 

plaintiff, through no fault of his own, was not in a position to assert the second 

patent in the earlier proceedings. In such cases, neither the pendency of the 

first proceedings nor the res judicata effect of a judgment given in the first 

proceedings could normally be relied on against the admissibility of the second 

action, since it is based on infringement of a different patent. 

40  Only to this extent did the legislator decide against repealing Sec. 145 

Patent Act in the legislative procedure leading to the Act on the Simplification 

and Modernisation of Patent Law of 31 July 2009 (Federal Law Gazette I p. 

2897). 2897), the legislator decided against repealing Sec. 145 Patent Act and 

considered the regulatory objective of avoiding further actions due to the same 

infringement practice as having priority over the risk of the patent proprietor's 

requests and submissions being overloaded due to the concentration maxim 

(BT-Drucks. 16/13099, p. 4). 

41  (4) Accordingly, there is no unintended regulatory gap as a 

prerequisite for an analogous application of Sec. 145 Patent Act, because the 
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question whether the admissibility of a patent infringement action is precluded 

by the fact that an infringement action based on the same patent and directed 

against the same defendant is already pending or that a final judgment has 

already been rendered in prior infringement proceedings between the parties 

based on the same patent is to be judged according to the general rules of civil 

procedure law concerning another pendency of the litigation or the conflicting 

res judicata of another judgment (cf. also Wuttke, Mitt. 2020, 495, 497). 

42  b) The Court of Appeal decided that the action pursuant to Sec. 

322(1) Code of Civil Procedure is also not inadmissible due to conflicting res 

judicata of the (previous) judgment of the Court of Appeal of 16 February 2017 

is inadmissible, because the present action is (solely) directed against such 

profile frames of the defendant, which are spatially-physically equipped like the 

window type "Energeto", in which a bonding according to the new processing 

guidelines of September 2010 takes place without touching the limiting web, 

and such a design had not been the subject of the previous legal dispute. This 

is neither objected to by the appellant, nor does this indicate an error in law, in 

particular also with regard to the aforementioned case law of the Senate. 

43  c) Contrary to the appeal, the action is also not an abuse of rights under 

Sec. 242 Civil Code due to contradictory conduct. 

44  According to the case law of the Senate, it may violate the principles of 

good faith from the point of view of the impermissible exercise of rights if the 

patent proprietor declares in the opposition proceedings that he does not seek 

patent protection for a certain embodiment, but nevertheless asserts claims 

under the patent in the infringement proceedings against a party to the 

opposition proceedings on account of this embodiment, if his declaration was 

the basis for the granting of the patent or its version and if the party against 

whom a claim is asserted could rely on the honesty and reliability of the patent 

proprietor (Federal Court of Justice, judgment of 5 June 1997 - X ZR// 1997, 

NJW 1997, 33W, 33W f. - Soft Device II). June 1997 - X ZR 73/95, NJW 1997, 

3377, 3379 f. - Weichvorrichtung II). The same legal consequence may also 

occur if the patent proprietor makes a comparable declaration in another 

context and the person claimed against performs acts in justified reliance on 

this declaration which the patent proprietor later attacks with an infringement 
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action. 

45  In the case in dispute, the defendant was not entitled to draw the 

conclusion from the plaintiff's statement in the pre-trial proceedings that it was 

currently not aware of any claims arising from the infringement action put 

forward for assessment in the counterclaim that the plaintiff would permanently 

refrain from asserting such claims or definitively waive such claims. 

46  2. The Court of Appeal also correctly concluded that, according to 

the teaching of claim 1, the adhesive layer must extend as far as the limiting 

ridge. 

47  Such a requirement results from feature 10, taking into account the 

further features of claim 1 and the description and drawings of the patent in 

suit. 

48  a) As the Senate stated in its ruling of 28 January 2016, the limiting 

web provided in feature 10, which can be assigned to both the insulating 

glazing and the profile frame, is of central importance to the technical teaching 

of the patent-in-suit. It serves as a barrier for the adhesive that has not yet 

cured, which is intended to prevent an adhesive bond between the glazing and 

the profile frame in the rebate surfaces located beyond the web. It also 

facilitates replacement of the glazing by allowing the adhesive layer to be cut 

through to the limiting web without risk of damage to the profile frame, because 

the latter is to be arranged at a lateral distance from the rebate surface in 

accordance with feature 9. 

49  b) It is true that, according to the case law of the Senate, functional 

and purpose specifications regularly define the subject matter protected by the 

patent merely to the effect that it must be suitable for use for the function and 

purpose stated in the patent claim (established case law, most recently: 

Federal Court of Justice, judgment of 24 April 2018 - X ZR 50/16, GRUR 2018, 

1128 marginal no. 12 - Gurtstraffer). However, if the function relates to the 

manufacturing process of a protected product, it may be necessary that the 

function is also realized in the finished product.  

50  c) According to feature 6, the adhesive layer may only be applied to 
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the peripheral surface facing the end faces of the insulating glazing. This rules 

out the possibility of the adhesive layer extending to surfaces facing the side 

surfaces of the insulating glazing. The means by which this is to be excluded 

in the manufacture of the adhesive layer is not left to the discretion of the 

skilled person, but is prescribed by features 10 and 8. According to these, a 

limiting ridge running in the circumferential direction and arranged in the region 

of a cover pane facing the rebate surface is to be provided as a barrier for the 

adhesive which has not yet cured. Accordingly, the function of the limiting web, 

which is to limit the flow of adhesive when an adhesive bond is made between 

the end face of the insulating glazing and the circumferential face opposite it, 

must also be realized in the finished sash composed of frame and insulating 

glazing in that the adhesive layer formed when the adhesive thus limited in its 

flow solidifies reaches as far as the limiting web. 

51  d) This understanding does not conflict with feature 7. This is 

because reaching the adhesive layer up to the limiting web supplements an 

embodiment in which the adhesive layer completely fills, or at least fills in 

circumferential areas, a circumferential gap between the end faces of the 

insulating glazing and the circumferential face of the rebate opposite these end 

faces. 

52  aa) From the restriction "at least in circumferential areas" it follows, 

as the Court of Appeal also correctly saw, that in the circumferential direction, 

i.e. along a line running around the outer circumference of the insulating 

glazing, gaps may remain in which no adhesive is present. 

53  bb) According to the description of the patent in suit, the frontal 

"filling" of the circumferential gap has the function of providing good support for 

the individual panes of the insulating glazing relative to the profile frame (para. 

12, first sentence). This avoids lowering, as was the case with devices known 

in the state of the art with lateral bonding (para. 2). For this purpose, the 

adhesive layer must completely fill the circumferential gap in the vertical 

direction, i.e. along a line running from the end faces of the insulating glazing 

to the opposite circumferential face, so that the glazing cannot move in the 

direction of the frame. 
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54  cc) According to the description, this support can advantageously be 

ensured if the circumferential gap is filled with adhesive to a depth 

corresponding to the thickness of the insulating glazing, so that the width of 

the resulting adhesive strip corresponds to the overall thickness of the 

insulating glazing (par. 12, second sentence). However, it is also sufficient to 

have a design in which the strip of adhesive only partially protrudes into the 

area below a cover pane. In both cases, however, according to feature 10, the 

adhesive layer must extend as far as the limiting web to the boundary ridge. 

55  e) Accordingly, although the embodiments shown in Figures 1 and 2 of 

the patent application reproduced below have, on the one hand, an adhesive 

strip corresponding to the total thickness of the insulating glazing (Figure 2) 

and, on the other hand, an adhesive strip which only partially extends into the 

area below the cover pane (Figure 1), in both cases the adhesive layer 

extends right up to the limiting web. 
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56  3. Contrary to the opinion of the appeal, the Court of Appeal also 

did not fail to recognize the requirements of contributory patent infringement. 

57  a) The court of appeal correctly assumed that the action is directed 

against profile frames for which it was obvious to the defendant in view of its 

new processing guidelines of September 2010 that they are suitable and 

intended for fixing the window panes in such a way that the bonding does not 

touch the centering lip. Such a use does not realize feature 10 of patent claim 

1 for the reasons explained above. 
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58  b) The appeal's argument that it was obvious to the defendant that 

customers sometimes fix the window panes in such a way that the adhesive 

extends to the centering lip is inadmissible under appeal law. 

59  The Court of Appeal’s assessment is subject only to the party 

submissions that are evident from the appellate judgment or the minutes of the 

hearing (Sec. 559(1) Code of Civil Procedure). These requirements are not 

met with regard to the submissions in question. 

60  According to the findings of fact in the judgment on appeal, the plaintiff 

submitted that it was obvious to the defendant that its profile frames were 

suitable and intended to be glued by the customers in such a way that the 

gluing did not touch the centering lip. The minutes of the meeting do not reveal 

any further arguments. 

61  The fact that the plaintiff had already submitted the new processing 

guidelines and the new system description, on which the arguments of the 

appeal are based, in the lower courts is not sufficient. Rather, it would be 

necessary for the plaintiff to have already submitted in the factual instances 

that these documents show that the profile frames are also obviously suitable 

and intended for bonding up to the centering lip. The appeal does not provide 

any evidence in this respect. 

62  V. The decision on costs is based on Sec. 97(1) Code of Civil 

Procedure. 

 

Bacher    Grabinski    Hoffmann 

   Deichfuß    Marx 
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