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FEDERAL COURT OF JUSTICE 

IN THE NAME OF THE PEOPLE 

PARTIAL DEFAULT AND FINAL JUDGMENT 

X ZR 42/17 

Pronounced on: 
07 July 2020 
Anderer 
Judicial Secretary 
as Clerk of the 
Court Registry 

in the matter 
 
Unberechtigte Schutzrechtsverwarnung 

III/Unauthorized property right warning III 

Civil Code Sec. 823 

a) If an industrial property right warning is partially justified, but its scope exceeds what 
the right holder can justifiably demand, this shall not constitute an encroachment on 
the right to the established and practiced business if the wrongfully complained of 
conduct cannot reasonably be expected from the warned party according to the overall 
circumstances. 

b) Insofar as the property right warning addressed to a customer is unjustified, this 
shall not constitute an encroachment on the right to the established and practiced 
business operations of the manufacturer if it is not suitable to impair the latter's 
business operations. 

 

Federal Court of Justice, partial default and final judgment of 07 July 2020 – X ZR 
42/17 – 
     Higher Regional Court of Frankfurt on the Main 
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The X. Civil Senate of the Federal Court of Justice, following the oral hearing on 07 

July 2020, attended by the presiding judge Dr. Bacher, the judges Dr. Grabinski, 

Hoffmann and Dr. Deichfuß as well as the judge Dr. Rombach 

ruled that: 

On appeal by the plaintiff, the partial judgment of the 6th 

Civil Senate of the Higher Regional Court of Frankfurt am 

Main of 9 March 2017 is set aside, with dismissal of the 

further appeal on the point of costs and insofar as the Court 

of Appeal dismissed the plaintiff's appeal against the 

judgment of the 6th Civil Chamber of the Regional Court of 

Frankfurt at the Main of 20 July 2011, directed against the 

second and third defendants, concerning the application to 

order the second and third defendants to pay an amount of 

EUR 1,091,200 plus interest on the basis of assigned rights. 

To the extent of the reversal, the matter is referred back to 

the Court of Appeal for a new hearing and decision, 

including on the costs of the appeal proceedings. 

 

By operation of law 
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Facts of the case: 

1  The plaintiff and the 1st defendant are engaged in business in the field of 

satellite reception technology. The first defendant was the owner of German 

patent 44 04 978 ("the patent"), which was granted on 18 February 1999 and 

relates to an antenna arrangement for satellite receivers. 

2  Claims 3 and 4 of the patent, which are of sole interest in the present 

dispute, read: 

3. a method for transmitting control signals from a 
reproduction apparatus (7) having a generator (9) 
serving to generate a continuous signal determining 
the transmission range for a reception converter (6) 
to a reception control unit (4) via a coaxial cable for 
transmitting the reception signals and the 
transmission range control signals, characterized in 
that, during program switching from the reproduction 
apparatus, the continuous signal for determining the 
transmission range is briefly interrupted one or more 
times in accordance with a control sequence when it 
is in the switched-on state, or is switched on when it 
is in a switched-off state, and in that the reception 
control unit (4) receives these signals for controlling 
the antenna and sets the reception converter (6) to 
the desired position. 

4. method according to claim 1, characterized in that 
the adjustment of the position is carried out by 
interrogating the actual position of the receiving 
converter (6), reading out a desired position from the 
memory and controlling the motor (1) according to 
the deviation between the desired position and the 
actual position. 

3  In its ruling of 29 April 2009, the Federal Patent Court declared the patent 

in claims 3 and 4 of the patent. The appeal filed against this appeal was 

unsuccessful (Federal Patent Court, judgment of 27 October 2011 X ZR 94/09). 

4  In February 2007, the first defendant had a third-party company invite 

numerous customers of the plaintiff from the specialist trade to submit a written 

offer for a rotatable satellite reception system. Customers of the plaintiff who 

responded were warned in March 2007 by the second defendant, who ran a law 

firm with the third defendant, as legal representative of the first defendant for 

direct infringement of the patent (hereinafter: first warning). In a letter dated 2 
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April 2007, the plaintiff's attorney at first instance legitimized himself vis-à-vis 

the 1st defendant and rejected the warning for 400 of the plaintiff's customers 

after the plaintiff had submitted a declaration of assumption of costs and 

informed its customers accordingly. 

5  On 22 March 2007, the plaintiff obtained an interim injunction from the 

Düsseldorf Regional Court prohibiting the first defendant from issuing warning 

notices with the above content on the grounds that at most an indirect patent 

infringement on the part of the warned customers was possible. The first 

defendant then issued a corresponding cease-and-desist declaration. In the 

opposition proceedings, the Regional Court found that the injunction 

proceedings had been disposed of on the merits. The appeal filed by the first 

defendant against this decision was unsuccessful. 

6  In a letter dated 22 June 2007, the second defendant, as legal 

representative of the first defendant, issued a warning to the plaintiff's customers 

for indirect patent infringement (hereinafter: second warning). After a renewed 

declaration of assumption of costs and information of the customers, the 

plaintiff's attorney at first instance again legitimized himself vis-à-vis the 1st 

defendant and rejected the warnings for 313 customers. 

7  The plaintiff filed a claim for damages against the defendants for 

unauthorized property right warnings in the amount of EUR 1,500,000. The 

Regional Court ordered the 1st defendant to pay EUR 272,800 and dismissed 

the rest of the claim. After the plaintiff filed its appeal, insolvency proceedings 

were opened against the first defendant's assets and the legal dispute was 

suspended in this respect. With regard to the action against defendants 2 and 

3, the Court of Appeal dismissed the appeal by partial judgment. On appeal by 

the plaintiff, the Senate set aside this partial judgment and referred the case 

back to the Court of Appeal (Federal Court of Justice, judgment of 1 December 

2015 - X ZR 170/12, BGHZ 208, 119 - Unjustified warning of property rights II). 

8  The Court of Appeal again dismissed the appeal against the second and 

third defendants. The plaintiff's appeal, which was allowed by the Senate, is 

directed against this and pursues its appeal for EUR 1,091,200 plus interest 

insofar as the Court of Appeal denied the plaintiff's claims on the basis of its 
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own right or, in the alternative, on the basis of an assigned right arising from the 

first warning. 

 

 

Grounds of the decision: 

9  As requested, the plaintiff's appeal must be decided by default 

judgment, since the 2nd and 3rd defendants were in default at the hearing. 

Despite the default of the defendants on appeal, the judgment is based on a 

full legal review to the extent of the challenge (see only Federal Court of 

Justice, judgment of 13 September 2005 - X ZR 62/03, GRUR 2006, 223). 

This leads to the reversal of the judgment on appeal and to the remittal of the 

case to the Court of Appeal insofar as it also dismissed the appeal with regard 

to the plaintiff's claims from the assigned rights of its customers. In all other 

respects, the appeal is unsuccessful. 

10  I. The Court of Appeal has substantiated its decision (Higher 

Regional Court of Frankfurt at the Main, WRP 2017, 877 = GRUR-RR 2017, 

461), insofar as it is of interest for the appeal proceedings, essentially as 

follows: 

11  The Regional Court had rightly denied claims for damages in the 

plaintiff's own right due to interference with the established and practiced 

business. 

12  The warnings were not objectionable insofar as they covered the 

operation of so-called multifeed systems. The use of reception converters in 

such a system also made use of the teaching of the patent. 

13  Although the warnings were unjustified because the patent was later 

declared invalid, the defendants were not at fault with regard to the 

misjudgement of the legal status of the property right. 

14  Moreover, the first warning was unjustified insofar as the applicant's 

customers were not merely required to refrain from indirect infringement of the 
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teaching protected in claim 3, but to refrain from using the teaching in direct 

infringement. However, this did not constitute an encroachment on the 

plaintiff's right to the established and practiced trade because corresponding 

actions by the warned traders were not to be expected. The alleged import 

ban does not constitute an infringement because the plaintiff, as a domestic 

manufacturer, was not affected by this restriction of its customers. of its 

customers was not affected by this restriction. 

15  The plaintiff's appeal was also unsuccessful with regard to the assigned 

claims for damages of its customers. The plaintiff claims only the costs of the 

legal defense against the two warnings. However, damage to the customers is 

not evident in this respect due to the plaintiff's declaration of assumption of 

costs. 

16  II. This assessment stands up to review by the Court of Appeal 

insofar as the Court of Appeal denied claims of the plaintiff in its own right on 

the basis of the first warning. 

17  1. According to the case law of the Federal Court of Justice, an 

unjustified warning under an industrial property right may give rise to an 

obligation to pay damages from the point of view of an unlawful and culpable 

infringement of the right to the established and practiced business. If the 

warning is addressed to customers of the offending goods, a corresponding 

claim may also be due to a manufacturer who supplies the customers. This is 

based on the consideration that the necessary balance between the 

constitutionally protected right under Art. 14(1) of the German Constitution to 

be able to assert his right and the interest of competition, which is also 

protected by the Constitution, to be able to develop freely outside the scope of 

protection of existing rights in compliance with the law, would no longer be 

effectively guaranteed, if the owner of the property right would be allowed to 

claim protection to an extent to which he is not entitled and if he would be 

allowed to derive the economic benefit from a culpable misjudgement of the 

extent of the protection to which he is entitled without having to answer for any 

damage caused to his competitor as a result (Federal Court of Justice, order 

of 15 July 2005 - GSZ 1/04. July 2005 - GSZ 1/04, BGHZ 164, 1 marginal no. 

15 - Unjustified warning of property rights I; judgment of 1 December 2015 - X 



- 7 - 

 

ZR 170/12, BGHZ 208, 119 marginal no. 15 - Unjustified warning of property 

rights II). 

18  2. A claim for damages may also be justified against the attorney 

engaged by the owner of the property right with regard to a warning of the 

property right. The latter is obliged to refrain from issuing a warning to the 

person subsequently warned if he has advised the owner of the property right 

in a manner that incorrectly or incompletely represented the legal situation with 

regard to the justification of the property right warning (BGHZ 208, 119 

marginal no. 16 et seq. - Unjustified Property Right Warning II). 3. 

19  3. On this basis, the Court of Appeal was correct in denying the 

plaintiff claims for damages in its own right on account of the first warning. 

20  a) The Court of Appeal correctly based its decision on the fact, 

unobjected to by the appeal, that the warning was not objectionable insofar as 

it also covered the operation of multifeed systems. 

21  b) Insofar as the warning was unjustified because the patent later 

proved not to be legally valid, the Court of Appeal correctly assumed that the 

defendants were not at fault with regard to the misjudgment concerning the 

legal validity of the patent. In this respect, too, the appeal raises no objections. 

22  c) The first warning was also unjustified insofar as it demanded the 

cessation of a direct infringement instead of an indirect infringement, in 

particular requiring the warned retailers to also refrain from manufacturing and 

importing the offending satellite reception equipment. 

23  aa) The Court of Appeal did not make any findings as to whether the 

defendants were at fault in this respect. Therefore, under the law of review, the 

plaintiff's argument that the second defendant could and should have 

recognized that the warned retailers were at most indirect infringers must be 

taken as a basis. 

24  bb) The Court of Appeal assumed that there was no infringement of 

the plaintiff's right to its established and practiced business insofar as the first 

warning demanded that the warned specialist dealers cease and desist from 
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manufacturing activities, since such actions by the warned parties could not 

reasonably have been expected. 

25  This assessment, which is not objected to by the appeal, does not 

reveal any legal errors. 

26  If a warning of an industrial property right is partially justified, but its 

scope exceeds what the right holder can justifiably demand, this does not 

constitute an encroachment on the right to the established and practiced 

business if the wrongfully objected-to conduct could not reasonably be 

expected from the warned party under the overall circumstances. In such a 

situation, the warning is not suitable from the outset to impair the warned party 

in its economic activity. 

27  If the warning is addressed to a customer, there is at least no 

interference with the rights of the manufacturers supplying him if it is also 

recognizable for the latter that the conduct complained of is not to be 

reasonably expected from the warned party. 

28  Accordingly, the Court of Appeal correctly denied an encroachment on 

the plaintiff's right to the established and practiced trade with regard to 

manufacturing activities. The warning was directed at dealers who were not 

expected to manufacture satellite reception equipment or significant parts 

thereof. 

29  cc) To the extent that the plaintiff's customers were warned about the 

importation of satellite reception equipment and parts thereof, the Court of 

Appeal denied the plaintiff's own claim on the grounds that, as a domestic 

manufacturer, the plaintiff would not suffer any disadvantages if its customers 

were wrongly sued for failure to import the offending devices. 

30  In this respect, too, contrary to the opinion of the appeal, the contested 

judgment is not objectionable on legal grounds. 

31  It is true that an unjustified warning of an industrial property right does 

not only interfere with the right to the established and practiced business of the 

person to whom the warning is addressed. In addition, and even to a greater 
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extent, the manufacturer who supplies the warned party with the items that are 

the cause of the warning is also affected (BGHZ 164, 1 marginal no. 16 - 

Unjustified IP warning I). 

32  Insofar as the warning directed at a customer is unjustified, however, 

this does not constitute an encroachment on the right to the established and 

practiced business operations of the manufacturer if it lacks the suitability to 

impair the latter's business operations. 

33  This is the situation here: A warning regarding the import of the 

offending satellite receiver systems could not impair the business operations 

of the plaintiff, since the plaintiff is domiciled in Germany and its products 

therefore do not have to be imported into the territory of the Federal Republic 

of Germany by the warned dealers. Insofar as the warning may have led to an 

impairment of other manufacturers based abroad, the plaintiff cannot derive 

any claims from this. 

34  III. On the other hand, the appeal proves to be well-founded insofar 

as the Court of Appeal denied claims of the plaintiff from assigned rights of its 

customers. 

35  1. The Court of Appeal left open whether the warned dealers could 

reasonably be expected to import equipment or parts thereof. It also did not 

make any findings regarding the plaintiff's argument that the customers had 

assigned claims for damages to it, but assumed that the customers had in any 

case not suffered any damage because the plaintiff had agreed to bear the 

costs incurred by them in defending themselves against the warnings. 

36  2. These considerations are not capable of supporting the 

contested decision. On the basis of the plaintiff's submissions, pecuniary 

losses suffered by the warned customers cannot be denied. 

37  a) The findings to date do not provide any indication that an 

encroachment on their right to their established and practiced business 

operations is already ruled out because corresponding actions by the 

customers could not reasonably be expected. 
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38  According to the plaintiff's submissions, at the time of the warning, 

satellite reception systems and parts of such systems were being advertised 

and sold in Germany by manufacturers who are not domiciled in the Federal 

Republic of Germany and do not maintain a sales organization here. If this 

argument proves to be correct, it was to be expected at the time of the warning 

that specialist dealers would introduce such devices at least at the request of 

customers. The warning then also constituted an encroachment on their right 

to their established and practiced business operations. 

39  b) The expenses required to defend against a warning that is 

unlawful for this reason also constitute compensable damage to the warned 

retailers if the plaintiff has undertaken to bear their costs. 

40  aa) The obligation of the tortfeasor to pay compensation also 

includes expenses incurred by the injured party in order to avert the 

occurrence of the damage or to keep the damage to a minimum, insofar as the 

injured party was entitled to consider them necessary in the circumstances. 

Accordingly, it is recognized that attorney's fees incurred to defend against an 

unjustified IP warning may constitute damage to the person warned (Federal 

Court of Justice, judgment of 12 July 2011 - X ZR 56/09, GRUR 2011, 995 

marginal no. 35 - Besonderer Mechanismus; judgment of 21 December 2011 - 

I ZR 196/10, GRUR 2012, 756 marginal no. 25 - Kosten des Patentanwalts III). 

41  According to the findings of the Regional Court, to which the Court of 

Appeal referred, the plaintiff's attorney at first instance acted on behalf of the 

warned dealers when he rejected the first warning by letter dated 2 April 2007. 

By placing an order with this lawyer, the warned dealers entered into an 

obligation to pay a fee. As a result, they have suffered damage from the 

unjustified warning of property rights. 

42  bb) The fact that the plaintiff undertook to pay the costs incurred 

does not lead to the denial of a compensable damage. 

43  The question of whether a compensable damage is to be denied with 

regard to benefits from a third party is assessed according to the principles of 

benefit sharing. According to these principles, only circumstances that have an 
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adequate causal connection with the event causing the damage and whose 

consideration is in line with the purpose of the obligation to pay damages, 

does not unreasonably burden the injured party and does not unfairly favor the 

tortfeasor can lead to the denial of damages (see only Federal Court of 

Justice, decision of 1 June 2010 - VI ZR 346/08, NJW-RR 2010, 1683 

marginal no. 17). 

44  According to these principles, the damage suffered by the warned 

traders has not been eliminated by the fact that the plaintiff has agreed to bear 

the costs. The assumption of costs was not at the instigation of the defendant. 

Rather, it is based on an agreement between the plaintiff and the dealers, with 

which the latter were only exempted internally from expenses incurred. An 

agreement of this content does not lead to the exoneration of the tortfeasor 

even if it is made in fulfillment of a contractual obligation (see Federal Court of 

Justice, judgment of 17 June 1954 - VI ZR 113/52, BGHZ 10, 107, 108 f.; 

judgment of 22 June 1956 - VI ZR 140/55, BGHZ 21, 112, 117; judgment of 15 

November 1967 VIII ZR 150/65, BGHZ 49, 56, 62; Federal Court of Justice, 

judgment of 22 June 1992 - II ZR 178/90, NJW 1992, 3167, 3175). 

45  IV. Insofar as the appeal proves to be unfounded, it must be 

dismissed. The judgment is not based on the defendant's default in this 

respect. 

46  V. Insofar as the plaintiff's claims under assigned rights are 

concerned, however, the Senate is unable to reach a final decision on the 

merits. In this respect, the contested decision must therefore be set aside and 

the matter referred back to the Court of Appeal for a new hearing and 

decision. 

47  1. The Court of Appeal will have to make findings on the plaintiff's 

argument that satellite reception systems and parts of such systems are 

advertised and sold in Germany by manufacturers who are not domiciled in 

the Federal Republic of Germany and do not maintain a sales organization 

here. If this statement is confirmed, it was to be expected at the time of the 

warning that specialist dealers would introduce such devices at least at the 

request of customers. Accordingly, the warning constituted an encroachment 
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on the right to established and practiced business operations, without it being 

relevant whether the individual dealer had already made corresponding 

imports in the past or whether such actions were actually imminent. If 

necessary, the Court of Appeal will also have to examine whether the 

unjustified warning was based on a negligent misjudgement of the legal 

situation by the second defendant because the latter did not advise the first 

defendant correctly and completely about the legal situation. Finally, findings 

are required on the question of whether the warned retailers assigned their 

claims for damages to the plaintiff. 

48  2. If it is found that the plaintiff is entitled to damages on the merits 

on the basis of assigned rights, the following additional aspects will also have 

to be taken into account: 

49  a) The aggrieved party may only claim reimbursement of the 

expenses incurred in defending itself against a warning of an industrial 

property right to the extent that such expenses were caused by an unlawful 

and culpable infringement of its right to its established and practiced business. 

50  So far, there are no indications that the warned dealers limited the 

mandate to defending against the warning insofar as injunctive relief was also 

demanded for the import of the offending satellite systems or parts thereof. If 

the mandate extended further, only a pro rata reimbursement of the costs will 

come into consideration. The extent to which damages can be claimed 

thereafter is to be determined, if necessary, by way of estimation (Sec. 287 

Code of Civil Procedure). 

51  b) The Court of Appeal may have to clarify whether the exercise of 

the rights of the warned traders constituted a single matter within the meaning 

of Sec. 15 Lawyers’ Fees Act. 

52  According to the case law of the Federal Court of Justice, legal services 

generally concern the same matter if there is an internal connection between 

them and they are so largely the same in terms of both content and objective 

that it is possible to speak of a uniform framework of legal activity (Federal 
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Court of Justice, judgment of 6 June 2019 - I ZR 150/18, GRUR 2019, 1044 

marginal no. 24 - Der Novembermann). 

53  A uniform order to a lawyer may also exist if the lawyer is instructed by 

several clients. Whether the lawyer was to act jointly for the various clients or 

separately for each of them must be determined by interpretation (Federal 

Court of Justice, judgment of 27 July 2010 - VI ZR 261/09, NJW 2010, 3035 

marginal no. 18; judgment of 19 October 2010 - VI ZR 237/09, NJW 2011, 155 

marginal no. 18; judgment of 21 June 2011 - VI ZR 73/10, NJW 2011, 3167 

marginal no. 11). 

54  c) If it turns out that this was not a matter of one matter, the Court of 

Appeal will have to pursue the defendant's objection that the application of 2.0 

times the fee from a value of 100,000 euros for each order was excessive. 

55  aa) In the case of framework fees, the lawyer determines the fee in 

the individual case in accordance with Sec. 14(1) sentence 1 Lawyers’ Fees 

Act, taking into account all circumstances at his reasonable discretion. 

56  If the fee is to be reimbursed by a third party, the determination made 

by the lawyer pursuant to Sec. 14(1) sentence 4 Lawyers’ Fees Act shall not 

be binding if it is unreasonable. In this respect, it may have to be taken into 

account that the lawyer acts in the same way in numerous parallel 

proceedings before the court. It will regularly be obvious that the parallelism of 

the facts reduces the time required to process the individual mandates quite 

considerably (see Federal Court of Justice, judgment of 26 February 2013 - XI 

ZR 345/10, BKR 2013, 283 para. 62). 

57  bb) The relevant value is determined by the interest of the specialist 

retailers in defending themselves against the warning addressed to them. 

58  A reference point for the value assessment can be derived from the 

value statement in the warning. The second defendant stated this value as 

25,000 euros in the first warning, but as 100,000 euros in the second warning. 

The defendants will be given the opportunity to explain this if necessary. 
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Notice of appeal: 

The defaulting party has the right of appeal against this default judgment. This 

must be lodged with the Federal Court of Justice in Karlsruhe by a lawyer 

admitted to practice before that court within an emergency period of two 

weeks from service of the default judgment by filing a notice of appeal. 

 

Bacher    Grabinski    Hoffmann

  Deichfuß    Rombach 
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