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FEDERAL COURT OF JUSTICE 

IN THE NAME OF THE PEOPLE 

JUDGMENT 

X ZR 163/12 

Pronounced on: 
27 September 2016 
Anderer 
Judicial Secretary as 
Clerk of the court 
registry 

in the matter 

Beschichtungsverfahren/ 
Coating process 

 

Patent Act Sec. 6 sentence 2, Sec. 33(1); Civil Code Sec. 744(2), Sec. 745(2), Sec. 
823(1) Ag 

If co-inventors are entitled to the rights to the invention in a community of fractional 
shares, the application for a patent by a co-inventor is in any case not justified as a 
necessary measure for the preservation of the subject matter if the applicant only files 
the application in his own name. 

A co-inventor who has been transferred in this way is entitled to claim damages, which 
may also include compensation for advantages of use derived by the applicant 
(continuation of Federal Court of Justice, judgment of 22 March 2005 X ZR 152/03, 
BGHZ 162, 342 Gummielastische Masse II). 

 

Federal Court of Justice, judgment of 27 September 2016 - X ZR 163/12 – 
Higher Regional Court of Munich 
Regional Court of Munich I 
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The X. Civil Senate of the Federal Court of Justice, following the oral hearing on 9 

August 2016, attended by the presiding judge Prof. Dr. Meier-Beck, the judges 

Gröning, Dr. Bacher and Dr. Deichfuß as well as the judge Dr. Kober-Dehm 

ruled that: 

On appeal by the first plaintiff, the judgment of the Sixth Civil Senate of 

the Higher Regional Court of Munich of 29 November 2012 is set aside 

on the issue of costs and insofar as it dismisses the applications for an 

order requiring the first defendant to provide information and render an 

account for the period up to the date of service of the action and for a 

declaration of liability for damages. 

The appeal of the 1st Defendant against the judgment of the Regional 

Court of Munich I of 4 February 2011 is dismissed to the extent of its 

statement under I.4. in the version of the appeal judgment also for the 

period up to the service of process and the statement under III.2. 

On the cross-appeal of the first plaintiff, the first defendant is ordered to 

provide the plaintiff with information and to render accounts also for the 

period since 20 July 2006 in accordance with the statement under 2.II in 

the appeal judgment. It is further stated that the 1st defendant is obliged 

to compensate the 1st plaintiff for all damages incurred by it or the 2nd 

plaintiff as a result of the application for German patent 10 2005 002 706. 

The costs incurred at first and second instance and in the proceedings 

on the complaint of non-admission shall be allocated as follows: 

Of the court costs, the 1st defendant shall bear 72%, the 1st plaintiff 20%, 

the 2nd plaintiff 4% and the defendants jointly and severally also 4%. 

The 1st defendant shall reimburse the 1st plaintiff 78% of its out-of-court 

costs. The defendants shall jointly and severally bear 54% of the plaintiff's 

out-of-court costs. Of the defendant's out-of-court costs, the plaintiff shall 

bear 20% and the plaintiff 4%. Of the extrajudicial costs of the 2nd and 

3rd defendants, the 2nd plaintiff shall bear 46%. 

The costs of the appeal proceedings shall be borne by the 1st defendant. 
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By operation of law 

 

 

Facts of the case: 

1  The first plaintiff (hereinafter only: plaintiff) is a medium-sized company 

doing business in Belgium which is engaged in the development of new 

processes for the anti-corrosion coating of metals; the second plaintiff is its 

managing director (hereinafter together only: plaintiff). Defendant 1 (hereinafter 

only: Defendant) is a company active in the automotive supply industry; 

Defendants 2 and 3 are its employees. The plaintiff and the defendant 

cooperated from 2002 onwards in the context of a project initiated by D. for the 

improved surface treatment of steels.  

2  On 23 December 2005, the defendant filed an application for a patent at 

the European Patent Office for a coating process claiming the priority of the 

German patent application 10 2005 002 706 of 19 January 2005 (hereinafter 

only: German patent application), which was disclosed on 20 July 2006, and 

which was also made only by the defendant. This application with the number 1 

683 892 (hereinafter only: European patent application) was published on 26 

July 2006. In both applications, the 2nd and 3rd defendants are named as sole 

co-inventors. The subject matter of claim 1 of the European patent application, 

which was formulated last in the grant proceedings, is a method, subdivided into 

features  

1. for applying a solid metallic coating to a profiled component 
made of sheet steel,  

2. wherein the profiled component is sprayed with a metal 
powder containing zinc or zinc oxide in a treatment 
chamber  

3. and the metal powder is deposited electrostatically over the 
entire surface of the profiled component,  

4. followed by heat treatment of the profiled component  

5. at a temperature between 280°C and 350°C  

6. over a period of 0.5 h to 4 h,  
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7. in which, by a diffusion process between the steel sheet and 
the metal powder  

8. iron-zinc alloy layers up to 5 μm to 40 μm thick are formed,  

9. which is followed by cooling of the profiled component. 

3  The defendant has since been granted a patent on the German patent 

application. Its patent claim 1 is identical in wording to claim 1 of the European 

patent application reproduced above.  

4  The plaintiffs claimed before the Regional Court that the second plaintiff, 

who assigned his rights to the plaintiff, was the sole inventor of the technical 

teaching of the European patent application; the defendants had taken this 

teaching unlawfully. Before the Regional Court, they requested that the 

defendants be ordered to assign the claim to the grant of the European patent 

to the plaintiff and to declare to the European Patent Office their consent to the 

designation of the second plaintiff as sole inventor, to hand over 

correspondence and documents relating to this, and to provide the plaintiff with 

information and an account of any parallel applications for industrial property 

rights and - in a more detailed manner - the use of the process applied for and 

of the profile components produced directly as a result, about licensees and 

license income, the exchange or sale of invention rights, the type and extent of 

use of the coating process applied for in terms of turnover, production quantities 

and times, about the quantities of direct process products received or ordered 

and the individual deliveries and orders of such products, as well as about 

commercial advertising since the date of publication of the application. 

Furthermore, they sought a declaration that the defendant is liable to 

compensate for the advantages derived from the own and third party use of the 

subject matter of the European patent application since its publication and that 

the defendant must compensate the plaintiff for all damages incurred from the 

unauthorized patent application; furthermore, that the defendants must jointly 

and severally compensate the second plaintiff for all damages incurred from the 

incorrect naming of the inventor. 

5  The Regional Court obliged the defendants to consent to the plaintiff's 90 

percent joint entitlement to the patent application in dispute and to the naming 

of the second plaintiff as co-inventor, and granted the action with respect to the 
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other claims.  

6  The defendants appealed against this with the aim of dismissing the 

action in its entirety and the plaintiff with the aim of assigning the European 

patent application in its entirety and rewriting it solely to them. The second 

plaintiff joined the appeal with the aim of being named as sole inventor. Also by 

way of cross-appeal, the plaintiffs extended their claims for assignment, 

damages and disclosure to the German patent application, which had in the 

meantime become a patent.  

7  On appeal by the defendant, the Court of Appeal amended the judgment 

under appeal to the effect that the defendant is obliged to grant the plaintiff a 

joint right to the patent application in dispute without a quantified percentage 

share. The Court of Appeal dismissed the action for a declaratory judgment that 

the defendant was obliged to compensate the plaintiff for all damages arising 

from the unauthorized patent application. It awarded the claim for compensation 

due to the use of the invention and the claims for information and accounting 

only for the period from the service of the statement of claim and excluded from 

this the information on the names and addresses of the individual 

manufacturers, suppliers and other previous owners or purchasers as well as 

on the individual offers and names of the commercial recipients of the offers and 

on the advertising carried out. The Court of Appeal ruled accordingly with 

respect to the German patent application.  

8  The parties have filed a non-admission appeal against the judgment. The 

Senate allowed the plaintiff's appeal against the judgment of appeal insofar as 

the Court of Appeal dismissed its action for a declaration that the first defendant 

is obliged to compensate it for all damages arising from the unauthorized patent 

applications and denied claims for information and accounting for the period up 

to the filing of the action. In all other respects, the Senate dismissed the appeals 

against denial of leave to appeal.  

9  The plaintiff requests that the judgment under appeal be set aside to the 

extent that the appeal is allowed and that the defendant be obligated to 

compensate for all damages arising from the filing of the two patent applications 

and to award the claims for information and accounting already for the period 
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from the publication of the applications. The defendant requests that the appeal 

be dismissed. 

 

 

Grounds of the decision: 

10  I. The Court of Appeal gave the following reasons for its decision, 

insofar as they are relevant in the appeal proceedings: In view of the fact that 

the second plaintiff was not the sole inventor of the subject matter of the two 

applications, but that the defendant was entitled to a co-entitlement thereto, it 

could not be assumed that the defendant had rendered itself liable for damages 

due to unauthorized filing of the invention for the German and European patent. 

For the rest, the legal relationship between the plaintiff and the defendant was 

subject to the law of the Community (Sec. 741 et seq. Civil Code) in the absence 

of deviating regulations. The plaintiff was entitled to a claim for compensation 

pursuant to Sec. 745(2) Civil Code, only from the time of the first assertion, 

which in this case was the filing of the action. Accordingly, it could only demand 

the (restricted) information from the date of lis pendens.  

11  II. This assessment does not stand up to legal review. 

12  1. German law is applicable to the dispute. This follows from the 

provisions of the Introductory Act to the Civil Code on Non-Contractual 

Obligations (Art. 38 f. Introductory Act to the Civil Code). Pursuant to Art. 40(1) 

sentence 1 Introductory Act to the Civil Code, claims arising from tort are 

governed by the law of the state in which the party liable for damages acted. 

Such claims are asserted by the plaintiff in the dispute.  

13  The concept of tort under German private international law is broader 

than its substantive equivalent in Sec. 823 ff. Civil Code. It covers the entire field 

of non-contractual liability for damages (see BT-Drucks. 14/343, p. 11; 

Wurmnest in Herberger/Martinek/Rüßmann et al, jurisPK-BGB, 7th ed. 2014, 

Art. 40 EGBGB Rn. 8). This includes, as claims arising from a statutory 

obligation, also claims for damages asserted in the internal relationship of the 
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partners of communities due to the violation of rights and obligations under Sec. 

742 et seq. Civil Code (see Palandt/Sprau, Civil Code, 75th ed., Sec. 741 

marginal no. 9). These claims can be based on Sec. 280 Civil Code (Federal 

Court of Justice, judgment of 25 October 2012 I ZR 162/11, GRUR 2013, 717 

marginal no. 52 Covermount; Palandt/Grüneberg loc.cit. Sec. 280 marginal no. 

9).  

14  The plaintiff derives its claims from acts performed on German territory, 

namely the applications for German and European patents for the invention, and 

thus asserts the non-contractual liability for damages of the defendant within the 

meaning of Article 40(1) sentence 1 Introductory Act to the Civil Code.  

15  The applicable law results from the provisions of the Introductory Act to 

the Civil Code on Non-Contractual Obligations (Art. 38 et seq. Introductory Act 

to the Civil Code) and not from Regulation (EC) No. 864/2007 of the European 

Parliament and of the Council of 11 July 2007 on the Law Applicable to Non-

Contractual Obligations (Rome II Regulation), because the time of the acts is 

before the relevant cut-off date for the application of the Rome II Regulation, 11 

January 2009 (Art. 32 Rome II Regulation).  

16  2. The Court of Appeal wrongly denied the prerequisites for a claim 

for damages by the plaintiff.  

17  a) However, the Court of Appeal correctly assumed that the 

relationship between the plaintiff and the defendants entitled in place of the 

second and third defendants is governed by Sections 741 et seq. Civil Code in 

the absence of agreements to the contrary (established case law, see Federal 

Court of Justice, judgment of 17 October 2000 - I ZR 223/98, GRUR 2001, 226 

Rollenantriebseinheit; judgment of 22 March 2005 X ZR 152/03, BGHZ 162, 342 

Gummielastische Masse II; judgment of 21 December 2005 - X ZR 165/04, 

GRUR 2006, 401 marginal no. 9 Zylinderrohr). According to its findings, 

essential elements of the claimed technical teaching, features 1 and 2 as well 

as 4 to 9, go back to the plaintiff to 2 and were imparted by the plaintiff to 

employees of the defendant before the priority date relevant for the European 

patent application, whereas feature 3, according to the context of the reasons 

of the appeal judgment, is to be assigned to the sphere of the defendant. 



- 8 - 

 

18  b) The opinion of the Court of Appeal that the defendant did not act 

unlawfully due to its co-entitlement to the invention when applying for the 

German and European patent cannot be accepted for legal reasons.  

19  aa) According to the established facts, at the time of the German 

patent application establishing priority for the European patent application, the 

defendant was aware of the joint entitlement of the second plaintiff and thus of 

the fact that there was a joint entitlement to the subject matter of the invention. 

Pursuant to Sec. 744(1) Civil Code, the management of the common property 

is in principle the joint responsibility of the partners; only the measures 

necessary for the maintenance of the property may be taken by each partner 

without the consent of the others pursuant to Sec. 744(2) Civil Code. The 

applications of the defendants cannot be regarded as such a maintenance 

measure privileged by Sec. 744(2) Civil Code.  

20  The extent to which the filing of a patent application for an invention as 

such can be regarded as a conservation measure covered by Sec. 744(2) Civil 

Code (cf. Busse/Keukenschrijver, 7th ed., Sec. 6 Patent Act marginal no. 44; in 

detail Henke, Die Erfindungsgemeinschaft, 2005 marginal no. 435 et seqq. 

mwN) does not require a final assessment in the case in dispute. Even on the 

premise that a joint inventor must always be permitted to file a patent application 

for the invention, or at least in cases of threatened publication elsewhere under 

Sec. 744(2) Civil Code, without prior agreement with the other partners, the 

partner filing the application is not acting lawfully if he provides incorrect 

information about the persons of the joint inventors when filing the application 

and wrongly claims to be the sole owner of the invention.  

21  That the application for a joint invention only corresponds to a measure 

necessary for the preservation of the joint object pursuant to Sec. 744(2) Civil 

Code if it is made in the name of all the co-owners, and that the applicant who 

is merely co-entitled acts unlawfully in contrast if he applies for the invention 

only in his own name, has already been assumed by the Imperial Court (RG, 

judgment of 30 April 1927 I 191/26, RGZ 117, 47, 50 et seq. Blechhohlkörper; 

approvingly Busse/Keukenschrijver, loc.cit.).  

22  This view is correct. If the applicant is only a co-owner of the invention, 
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he may not file the patent application only in his own name, but may at most do 

so on behalf of the community of entitled persons. Furthermore, it is in 

accordance with the applicant's obligations under Sec. 37(1) Patent Act to name 

the inventor (or inventors) and to affirm that no other persons to his knowledge 

are involved in the invention. Likewise, according to Art. 81 EPC, the inventor 

must be named in the European patent application. According to Rule 19(3), the 

European Patent Office shall inform each named inventor, inter alia, of the name 

of the applicant and the title of the invention. The purpose of this notification is 

to inform the named inventors of the application so that they can exercise their 

rights (cf. Benkard/Schäfers, EPC, 2nd ed., Art. 81, marginal no. 20).  

23  If this is violated, the applicant creates the external conditions for the sole 

exploitation of (also) the third party's creative contributions and at the same time 

prevents those who have provided them from exercising their right under Sec. 

745(2) Civil Code in the first place and from demanding an administration and 

use which is in the interest of all parties involved according to equitable 

discretion. This concerns both the design of the patent application itself and the 

use of its subject matter and the assertion of claims against third parties. 

Irrespective of whether the claim under Sec. 33(1) Patent Act is due not only to 

the applicant but also to the person "only" substantively entitled (see 

Busse/Keukenschrijver, 7th ed., Sec. 33 Patent Act, marginal no. 6), the 

exercise of all rights requires that the (co-)entitled person is not deprived of the 

application for a patent for the invention. 

24  bb) Moreover, the application for the property rights solely for the 

defendant equally infringes the (imperfect) absolute intellectual property right to 

the invention, which is protected as a miscellaneous right under Sec. 823(1) 

(see Federal Court of Justice, judgment of 18 May 2010 - X ZR 79/07, BGHZ 

185, 341 marginal no. 28 - Steuervorrichtung; of 17 January 1995 X ZR 130/93, 

Mitt. 1996, 16 et seq. Gummielastische Masse I; judgment of 24 October, 1978 

X ZR 42/76, GRUR 1979, 145, 148 Aufwärmvorrichtung; RG, judgment of 7 

December 1932 I 189/32, RGZ 139, 87, 92 Kupferseidenfaden). Just as the 

position as co-owner does not entitle one to force other co-owners out of the 

community or - as here - to deprive them of their existence, Sec. 823(1) Civil 

Code protects the co-inventor against his co-ownership being overridden by 
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other co-owners.  

25  III. Accordingly, the judgment on appeal is to be set aside in this 

respect. Since further factual findings are neither necessary nor to be expected, 

the Senate itself must decide on the merits (Sec. 563(3) Code of Civil 

Procedure).  

26  Pursuant to Sec. 280(1) sentence 1 and Sec 823(1) Civil Code, the 

defendant must compensate the plaintiff for the damage resulting from the 

breach of its obligations under the community relationship. This obligation must 

be established in accordance with the application (Sec. 256(1) Code of Civil 

Procedure).  

27  a) The appellant is wrong in stating that the plaintiff cannot be 

considered to have suffered any damage, since there is no evidence 

whatsoever of any pecuniary disadvantages suffered outside of the withheld 

joint entitlement and the advantages derived therefrom by the defendant, and 

the claims asserted for information and the rendering of accounts are also not 

directed at determining the basis for quantifying such damage.  

28  The claim for damages derived from the unjustified sole filing of the 

property rights comprises the obligation to compensate for all pecuniary 

disadvantages suffered by the plaintiff as a result of the filing of the patent 

application for the invention solely in the name of the defendant and its resulting 

formal sole right to the patent applications, and includes compensation lost by 

the plaintiff for the advantages derived by the defendant from the use of the 

subject matter of the applications. The fact that the Court of Appeal pronounced 

this obligation separately in the judgment formula at 1.III.1 and 2.III (for the 

period from service of process) does not change this. On the one hand, it relates 

in temporal terms only to the benefits that the defendant derived from the use 

of the invention after the plaintiff had demanded a regulation of the use by 

means of the action. Secondly, a claim for compensation based on this does not 

factually exclude that the same claim can also be based on the aspect of a 

damage arising from the unauthorized application. According to the case law of 

the Federal Court of Justice, the legal interest in establishing the obligation to 

pay compensation in the case of infringement of absolutely protected rights only 
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requires the possibility, and in the case of purely pecuniary damage the 

sufficient probability, of the occurrence of damage (Federal Court of Justice, 

judgment of 24 January 2006 XI ZR 384/03, BGHZ 166, 84 marginal no. 27 

mwN). The appellate judgment offers no evidence that this prerequisite was 

lacking, and this has not been asserted. 

29  b) The obligation to pay damages is also not factually precluded by 

the case law of the Federal Court of Justice on the claims of the co-owner of a 

joint patent against another co-owner (solely) using the invention. According to 

this case law, the co-owner using the invention (alone) within the scope of Sec. 

743(2) Civil Code cannot be required to pay pro rata compensation for benefits 

derived from the use of the invention as long as the co-owners have not reached 

an agreement or resolution on this matter and a claim existing in this respect 

under Sec. 745(2) Civil Code has not been asserted (see Federal Court of 

Justice, judgment of 22 March 2005 X ZR 152/03, BGHZ 162, 342 

Gummielastische Masse II). However, a co-owner can at most be referred to 

this restriction of his claims if he did not assert compensation claims in the 

knowledge of the existence of a community or in circumstances equivalent to 

positive knowledge, which is not at issue in the case in dispute.  

30  c) Finally, the legal nature of the claim for damages is not affected by 

the fact that, in determining the plaintiff's pecuniary disadvantages, the legal 

requirements arising from Sec. 33 Patent Act and Art. II Sec. 1(1) German Act 

on International Patent Conventions will have to be taken into account. 

However, as long as the property right has not yet been granted, the applicant 

may, according to these provisions, claim compensation from the person who 

has used the subject matter of the application although he knew or should have 

known that the invention used by him was the subject matter of the application. 

Accordingly, and taking into account the co-entitlement of the defendant, the 

plaintiff can in any case not be entitled to a claim exceeding the amount of such 

compensation reasonable under the circumstances. For, as the legal successor 

of the co-inventor, it cannot be in a better position in relation to the defendant 

than it would be in relation to an outside third party against whom it has a claim 

under Sec. 33 Patent Act and Art. II Sec. 1(1) German Act on International 

Patent Conventions, it would only be entitled to compensation which is 
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reasonable under the circumstances.  

31  According to established case law, the plaintiff may demand information 

and rendering of accounts pursuant to Sec. 242 Civil Code in conjunction with 

Sec. 259(1) and Sec. 260(1) Civil Code by analogy. The corresponding 

obligations also exist within the framework of statutory obligations (see Federal 

Court of Justice, judgment of 17 May 1994 X ZR 82/92, BGHZ 126, 109, 113; 

judgment of 20 May 2008 - X ZR 180/05, BGHZ 176, 311 marginal no. 31 Ink 

Cartridge I, in each case with further references) and in any case extend to the 

information awarded by the Court of Appeal for the period from the filing of the 

action.  

32  Since, as stated, the claim for damages includes the benefits derived 

from the application, the defendant's objection that the requested obligation to 

provide information in this regard is not covered by the allowance of the appeal 

is without merit. 

33  IV. The decision on costs is based on Sec. 92(1) and (2) and Sec. 97 

(1) Code of Civil Procedure. 

 

Meier-Beck    Gröning    Bacher 

  Deichfuß    Kober-Dehm 
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