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FEDERAL COURT OF JUSTICE 

IN THE NAME OF THE PEOPLE 

JUDGMENT 

X ZR 151/12 

Pronounced on: 
2 December 2014 
Wermes 
Judicial Secretary as 
Clerk of the court 
registry 

in the patent nullity proceedings 

Zwangsmischer/ 
Compulsory mixer 

 

Patent Act Sec. 117; Code of Civil Procedure Sec. 529(1) No. 2, Sec. 531(2) sentence 
1 No. 3 

a) If features of an embodiment which together, but also individually, promote the 
success achieved by the invention, serve the more detailed embodiment of the 
invention for which protection is claimed, it is in principle permissible to limit the 
patent by including individual or all of these features in the patent claim. 
However, the claimed combination must in its entirety represent a technical 
teaching which the skilled person can take from the original documents as a 
possible embodiment of the invention. 

b) If the skilled person can infer from the representation of an example of an 
embodiment, which is not explained in detail in this respect, that an effect sought 
by the invention (here: an open and flexible structure of a knitted fabric) is 
achieved by a certain combination of two technical measures (here: the 
combination of tricot and satin stitches in a certain arrangement), it is not 
necessarily disclosed thereby that the same also applies to every other 
combination of these two measures. 

 

Federal Court of Justice, judgment of 25 November 2014- X ZR 119/09 – 
Federal Patent Court 
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The X. Civil Senate of the Federal Court of Justice, following the oral hearing on 2 

December 2014, attended by the presiding judge Prof. Dr. Meier-Beck, the judge 

Gröning, the judge Schuster, the judge Dr. Deichfuß and the judge Dr. Kober-Dehm 

ruled that: 

The appeal and cross-appeal against the judgment of the 1st Senate 

(Nullity Senate) of the Federal Patent Court pronounced on 10 July 2012 

are dismissed.  

The costs of the legal dispute are set off against each other. 

 

By operation of law 
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Facts of the case: 

1  The defendants are the owners of European patent 1 121 193 (patent in 

suit), which was granted with effect for the Federal Republic of Germany, was 

applied for on 29 September 2000, claiming a German priority of 21 October 

1999, and relates to a compulsory mixer used in particular as a concrete mixer. 

As issued, the patent in suit comprises eight claims, of which claim 1 reads in 

the language of the proceeding as follows:  

"Compulsory mixer for mixing components, comprising a funnel-
shaped mixing chamber, in the central axis (3) of which an inner 
and an outer agitator are coaxially mounted, the inner agitator (2) 
consisting of a screw (5) which extends as far as the discharge 
gate (6), the outer agitator (8) comprising mixing blades (9) or 
scraper, characterized in that the mixing shares (9) or scrapers 
sweep the mixing vessel surfaces (1) contacted by the material to 
be mixed, and the outer agitator (8) has a drive (10) by means of 
which the outer agitator (8) can be driven alternately at intervals 
between a first direction of rotation and an opposite direction of 
rotation." 

2  The remaining claims are directly or indirectly related back to patent claim 

1.  

3  The plaintiff has argued that the subject matter of the patent in suit is not 

patentable. The defendant defended the patent in suit at first instance as 

granted and, in the alternative, in six amended versions.  

4  The Patent Court declared the patent in suit null with effect for the territory 

of the Federal Republic of Germany, dismissing the claim in all other respects, 

insofar as it goes beyond the version defended by the sixth auxiliary request 

and reproduced below, in which patent claim 1 is supplemented by the features 

of subclaim 3 and in patent claim 3 the features of the granted patent claim 1 

are combined with the features of subclaim 5:  

"1. Compulsory mixer for mixing components, having a funnel-
shaped mixing chamber, in the central axis (3) of which an inner 
and an outer agitator are mounted coaxially, the inner agitator (2) 
consisting of a screw (5) which extends as far as the discharge 
slide (6), the outer agitator (8) having mixing shares (9) or 
scrapers, characterized in that the mixing shares (9) or the outer 
agitator (8) has a drive (10) by means of which the outer agitator 
(8) can be driven alternately at intervals between a first direction 
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of rotation and an opposite direction of rotation, characterized in 
that the screw (5) of the inner agitator (2) is of conical design, i.e. 
with an upwardly increasing diameter.  

2. Compulsory mixer according to claim 1, characterized in 
that the inner agitator is formed from a shaft with blades arranged 
in the shape of a worm.  

3. Compulsory mixer for mixing components with a funnel-
shaped mixing chamber, in the central axis (3) of which an inner 
and an outer agitator are mounted coaxially, the inner agitator (2) 
consisting of a screw (5) which extends as far as the discharge 
slide (6), the outer agitator (8) having mixing shares (9) or 
scrapers, characterized in that the mixing shares (9) or the outer 
agitator (8) has a drive (10) by means of which the outer agitator 
(8) can be driven alternately at intervals between a first direction 
of rotation and an opposite direction of rotation, characterized in 
that cutting elements (17) are arranged on the screw or the blades 
(5) arranged one above the other.  

4. Compulsory mixer according to one of the claims 1 to 2, 
characterized in that cutting elements (17) are arranged on the 
screw or the superimposed blades (5).  

5. Compulsory mixer according to one of the claims 1 to 4, 
characterized in that the drives of the two agitators are designed 
with fixed speeds.  

6. Compulsory mixer according to one of claims 1 to 4, 
characterized in that the drives of the two agitators are 
continuously variable. 

7. Compulsory mixer according to one of claims 1 to 4, 
characterized in that the drives of the two agitators are mounted 
via rubber-elastic supports and a vibrator (14) is provided on the 
mixing vessel."  

5  The plaintiff's appeal is directed against this, in which it continues to 

pursue its first-instance claim. The defendants oppose the appeal and have filed 

a cross-appeal in which they seek dismissal of the action and, in the alternative, 

defend the patent in suit in the version of the first-instance auxiliary request II. 

 

Grounds of the decision: 

6  Both appeals are admissible but unfounded.  

7  I. The patent in suit concerns a compulsory mixer for the production 

of mixtures of liquid, powdery and granular components, such as concrete 

mixtures.  
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8  1 According to the statements in the patent in suit, compulsory 

mixers with agitators of various types and functions are known in the state of 

the art. The German published application 31 10 437 discloses a mixer with an 

inner mixer screw and an outer agitator, also designed as a worm gear, which 

is set in motion rotating around the mixer vessel wall, with the inner and outer 

mixer screw conveying the material to be mixed upwards. The mixer described 

in European patent application 796 708 (D3) also has an inner and outer 

agitator, but only the inner agitator is designed as a worm gear, while the outer 

agitator consists of mixing blades. The inner agitator conveys the mixed material 

upwards. In contrast, the outer agitator, which rotates at a lower speed than the 

inner agitator, has the task of conveying the material to be mixed downward and 

toward the center in the outer area of the mixing vessel. The problem with this 

mixer, the patent in suit explains, is that both agitators rotate in the same 

direction and the direction of rotation of the outer agitator does not change 

during the mixing process. As a result, unmixed material can be pushed in front 

of the mixing coulters over a longer period of time and for this reason can only 

be worked in slowly (ref. para. 3). 

9  2. According to the patent specification, the purpose of the patent in 

suit is to develop a compulsory mixer which is particularly suitable for use as a 

concrete mixer and which quickly mixes unmixed material which has been 

pushed in front of the mixing shares (Beschr. para. 4). More generally, the 

problem is to be formulated with the Patent Court as creating a mixer in which 

unmixed material is quickly mixed in.  

10  3. In order to solve this problem, claim 1 of the patent in suit proposes 

a compulsory mixer for mixing components, the features of which can be divided 

as follows (subdivisions of the Patent Court in square brackets):  

1. The compulsory mixer for mixing components [M1] has the 

following components:  

1.1 a funnel-shaped mixing chamber [M1],  

1.2 an inner agitator and  

1.3 an outer agitator. 

2. The inner and outer agitators are mounted coaxially in the 

central axis (3) of the mixing chamber [M2].  
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3. The inner agitator (2) consists of a screw (5) [M3],  

3.1 which extends to the discharge gate (6) [M3].  

4. The outer agitator (8) has:  

4.1 mixing coulters (9) or scrapers [M4],  

4.1.1 which sweep the mixing vessel surfaces (1) 

contacted by the mixing material [M5] and  

4.2 a drive (10), by which the outer agitator (8) [M6] is 

driven  

4.2.1 can be driven alternately in intervals between 

a first direction of rotation and an opposite 

direction of rotation [M7a and M7b].  

11  4. The following remarks are prompted for the understanding of 

feature 1.1 and feature groups 3 and 4:  

12  a) The patent specification does not explain in more detail what is 

meant by a funnel-shaped mixing chamber within the meaning of feature 1.1. 

From Figure 1 of the patent in suit it can be inferred for the embodiment shown 

there that in any case the part of the mixer in which the screw of the inner 

agitator and the mixing blades of the outer agitator move, and thus the actual 

mixing chamber, is conical in shape. According to general linguistic 

understanding, however, the term "funnel-shaped" does not necessarily mean 

that the container in question must have conical outer walls throughout. Rather, 

it also includes containers which have a cylindrically shaped section at the upper 

end. Since Figure 1 of the patent in suit represents only one possible 

embodiment and the description of the patent in suit does not specifically define 

the term with respect to the invention, it must be assumed with the Patent Court, 

based on the general understanding of the language, that feature 1.1 also 

includes a mixing chamber which is cylindrically shaped in the upper part.  

13  b) According to feature 3.1, the screw forming the internal agitator 

extends "up to" the outlet slide, which is referred to in the description of the 

patent in suit as a closing slide, is located at the outlet end of the mixing 

container, seals it together with a seal and is actuated by an adjusting element 

in order to transfer the mixed material via a pipe or hose into a transport 

container (Description. para. 11). The Patent Court assumed that the wording 
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"up to" was to be understood as meaning that the screw extended "up to the 

vicinity" of the discharge gate, because according to the description of the patent 

in suit it was envisaged only for one embodiment that the screw extended 

"directly" up to the closure gate. The phrase "up to the vicinity of" is no more 

precise in this context than the statement "up to the". However, based on the 

description of the embodiment used by the Patent Court, it can in any case be 

assumed that patent claim 1 does not require an embodiment directly reaching 

the outlet slide in the sense that every small gap between the parts is excluded.  

14  c) The Patent Court correctly interpreted feature 4.1.1 to mean that 

the term "coating" does not necessarily require that the mixing blades scrape 

over the container wall. Feature 4.1.1 is to be interpreted in a functional sense 

and thus also covers the case that the mixing blades slide closely along the 

container wall, but do not touch it, because this is also sufficient to push material 

off the wall. 

15  II. The Patent Court has substantiated its decision, as far as it is of 

interest for the appeal proceedings, essentially as follows:  

16  The subject matter of patent claim 1 as granted, although novel, was not 

based on inventive step. The European patent application 796 708 (D3) 

discloses a compulsory mixer with an essentially funnel-shaped mixing chamber 

in the sense of feature 1.1 as well as an inner and outer agitator in accordance 

with features 1.2 and 1.3. The inner agitator consists of a screw in the sense of 

feature 3, which extends to the end of the shaft, so that feature 3.1 is also 

realized in the sense that the screw extends to the vicinity of the discharge gate. 

The outer agitator has mixing tools according to feature 4.1 and a drive in the 

sense of feature 4.2. A design of the drive according to features 4.2.1 and 4.2.2 

is not disclosed by D3. However, the British patent specification 1 145 481 (D5), 

which describes a compulsory mixer with a fixed vessel and rotating inner and 

outer agitator, suggests to the skilled person that the reversal of the direction of 

rotation of the outer agitator described there should be transferred to a mixer 

according to the D3. The outer agitator of the mixer disclosed in D5 realizes all 

the features of feature group 4. It preferably rests against the inside of the mixing 

vessel in order to prevent the material to be mixed from settling behind the flow 

baffles or against the inner wall of the mixer (features 4.1 and 4.1.1) and has a 
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drive which makes it possible to reverse the direction of rotation of the outer 

agitator in the sense of feature group 4.2. Thus, after the mixing container has 

been emptied after completion of a mixing process, the outer agitator is driven 

in the opposite direction of rotation to that during the subsequent mixing 

process. In this way, any mix residues still adhering to the outer agitator could 

be rinsed off by the mixing water. Thus, the outer agitator can be driven 

alternately between a first and an opposite direction of rotation in intervals, since 

the reversal of the direction of rotation only takes place for a certain period of 

time. Since claim 1 of the patent in suit leaves open the purpose and timing of 

the reversal of the direction of rotation according to features 4.2.1 and 4.2.2, the 

transfer of the reversal of the direction of rotation to a mixer of the type shown 

in D3 is obvious to a skilled person who wants to eliminate deposits on the outer 

agitator and to mix it in quickly.  

17  The subject matter of patent claim 1 as defended by auxiliary request II, 

according to which feature 3 is to be supplemented by the indication that the 

screw conveys the material upwards, is also not patentable. As shown by the 

flow arrows in the area of the inner agitator in Figure 1 of D3, the mixer disclosed 

in D3 also provided for conveying the material upwards. 

18  On the other hand, the subject matter of patent claim 1 in the version 

defended by auxiliary claim VI, according to which the screw of the internal 

agitator is to be conical with an upwardly increasing diameter as provided in 

subclaim 3 of the granted version, is patentable. The conical design of the screw 

would avoid dead zones in a conical mixing chamber and optimize the transport 

function of the screw. The state of the art does not provide any suggestion for 

such a screw design. In particular, the German published application 1 557 009 

(D4) discloses, contrary to the plaintiff’s view, no screws, but only helically 

wound, ribbon-shaped mixing spirals, which do not avoid dead zones, since only 

partial areas of the mixing chamber are swept and thus an effect such as with a 

conically shaped screw cannot occur. 

19  The subject matter of patent claim 3 in the version defended by auxiliary 

request VI was also patentable. The design of the screw provided according to 

this version in accordance with subclaim 5 of the granted version, according to 

which cutting elements are arranged on the screw or on the wings arranged one 
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above the other, is not disclosed in the state of the art and was also not within 

the grasp of the skilled person.  

20  III. This assessment withstands the attacks of the appeal and the 

cross-appeal.  

21  1. The subject matter of claim 1 as granted is not patentable (Art. 

52(1) EPC).  

22  a) The subject matter of claim 1 as granted is new (Art. 54(1) and (2) 

EPC). In particular, contrary to the view of the appeal, it is not anticipated by 

obvious prior use. In this respect, the plaintiff has asserted that conical mixing 

vessels with the features of the patent in suit had already been manufactured in 

series production since 1981, and has submitted in this respect an affidavit of 

an employee of a company manufacturing coaxial mixers dated 29 December 

2010, as well as further documents. In any case, it cannot be inferred from these 

that the internal agitator within the meaning of feature 3 of the patent in suit is 

designed as a screw. The declaration merely states that the inner shaft is 

equipped with mixing tools. However, neither the declaration nor the other 

documents submitted provide any information about the type of mixing tools.  

23  The Patent Court has already pointed out to the parties in its notice under 

Sec. 83(1) Patent Act that the mixers mentioned by the plaintiff as prior use lack 

the realization of feature 3, so that the complaint of the plaintiff that the Patent 

Court did not evaluate the affidavit in more detail due to procedural errors is 

unfounded.  

24  b) The subject matter of patent claim 1 as granted was, however, 

suggested by the state of the art to the skilled person, whom the Patent Court 

correctly and unobjected to by the parties defined as a graduate engineer 

specializing in mechanical or process engineering with several years of 

experience in the design and development of mixers (Art. 56 EPC).  

25  (1) The citation D3 concerns a mixer which, like the subject matter of 

the patent in suit, is suitable, inter alia, for mixing concrete (sp. 1 line 7 = p. 2 

line 7 of the transl.). The mixing container is cylindrically shaped in the upper 

part and has a conical shaped bottom plate. The mixer has an inner mixing 
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means arranged in the center of the mixing vessel and an outer mixing means 

arranged around the periphery of the mixing vessel. Each mixing means is 

connected to a shaft (inner shaft and outer shaft). Thus, feature group 1 and 

feature 2 are realized. 

26  The internal mixing means consists of mixing blade elements, each of 

which has at least one mixing blade, the mixing blades being configured helically 

(Sp. 29 to 32, lines 45 to 47 = p. 6 lines 23 to 25, lines 36 to 37 of the transl.) 

and thus corresponding to the screw within the meaning of feature 3 of the 

patent in suit.  

27  The Patent Court correctly considered feature 3.1 as disclosed as well. 

The worm of the mixer shown in D3 extends to the end of the shaft. It is true that 

Figure 1 of D3 shows a certain distance of the screw from the outlet opening of 

the mixing chamber and thus also from the outlet slide. However, according to 

Figure 7a, the lower blade end 18c of the inner mixing blade is flush with the 

lower edge of the end plate 17b of the shaft. The helically arranged mixing 

blades thus reach the end of the inner shaft. Taking into account that schematic 

representations, as usually found in patent specifications, regularly only disclose 

the principle of the claimed device, but not exact dimensions (Federal Court of 

Justice, order of 16 October 2012 X ZB 10/11, GRUR 2012, 1242 marginal no. 

9 Steckverbindung; Benkard/Melullis, Patent Act, 10th ed, Sec. 3 Patent Act, 

marginal no. 27; Benkard/Scharen, Sec. 14 Patent Act, marginal no. 29; 

Busse/Keukenschrijver, Patent Act, 7th ed., Sec. 14 Patent Act, marginal no. 

47; Schulte/Moufang, Patent Act, 9th ed., Sec. 34 Patent Act, marginal no. 309), 

Figure 1 is to be interpreted to the effect that in the mixer disclosed in D3, too, 

the screw extends to the outlet slide.  

28  Irrespective of this, it can be assumed that it was in any case suggested 

to the skilled person by his technical knowledge that the screw, known from the 

D3 and mounted in the central axis of the container, should reach as close as 

possible to the bottom of the mixing container and thus up to the outlet slide 

located there, in order to avoid material deposits in the mixing container.  

29  The outer agitator of the mixer shown in D3 is driven by a motor which 

also drives the inner agitator at the same time (Sp. 1 lines 41 to 43 = p. 2 lines 
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36 to 37 of the Transcript; according to Sp. 5 lines 41 to 45 = p. 8 lines 8 to 11 

of the Transcript, these explanations referring to a mixer known in the state of 

the art also apply to the mixer according to the invention in D3). It has three 

mixing blades, one of which revolves at the outer periphery, one at the inner 

periphery and one at half the height of the conically shaped bottom plate of the 

otherwise cylindrically shaped mixing vessel (cf. Sp. 2 lines 3 to 8 = p. 3 lines 

15 to 18 of the transl.). Thus, of feature group 4, features 4.1 and 4.2 are 

disclosed. 

30  Finally, the mixing tools of the outer agitator described in D3, since they 

are adapted to the shape of the container, also realize feature 4.1.1. According 

to claim 1 of D3 and the description, the outer mixing paddles are intended to 

convey the mixed material, which is moved by the inner agitator in the center of 

the mixing container from the bottom upwards and from there against the side 

walls of the mixing container, from the upper to the lower periphery and finally 

via the conical bottom plate again to the center of the bottom, where it is again 

gripped by the inner agitator, further agitated and transported upwards again 

(Sp. 2 lines 39 to 43 = p. 4 lines 8 to 11 of the transcript; sp. 3 line 50 to sp. 4 

line 2 = p. 5 lines 28 to 36 of the transcript; sp. 8 lines 28 to 39 = p. 12 lines 3 to 

11 of the transcript). The outer mixing blades circulating at different heights in 

the periphery of the mixing container thus have the task of conveying the mixing 

material from top to bottom within the mixing container and thus, in cooperation 

with the inner agitator, to ensure a circulation of the mixing material. There is no 

mention of stripping by the outer mixing blades or contact with the mixing vessel 

wall. Rather, the D3 assumes that, in addition to the mixing paddles, the conical 

design of the base plate also ensures that the mixing material flows back to the 

inner agitator in the middle of the container (Sp. 2 lines 35 to 36 = p. 4 lines 4 to 

5 of the translation; Sp. 4 lines 1 to 2 = p. 5 line 34 of the translation). 

Nevertheless, in view of the very small distance between mixing blade and 

vertical container wall shown in Figure 1 and in view of the functional 

understanding of feature 4.1.1 to be taken as a basis, the realization of this 

feature by the outer mixing blades shown in D3 is to be affirmed with the Patent 

Court.  
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31  On the other hand, as the Patent Court correctly pointed out and as the 

plaintiff did not challenge, feature 4.2.1 is not disclosed in citation D3. 

32  (2) The Patent Court also rightly decided that the skilled person 

receives the suggestion from citation D5 to equip the outer agitator with a drive 

with reversal of the direction of rotation according to feature 4.2.1.  

33  In addition to a corresponding process, D5 also relates to a device for 

mixing hydraulically curable binders and water. At least in the embodiment 

shown in Figure 2, the mixer has an internal agitator mounted in the central axis 

of the funnel-shaped mixing chamber. Furthermore, the mixer has flow guiding 

plates aligned with the inner wall of the mixing vessel and arranged on a 

rotatable member turntable which can be moved around the axis of rotation of 

the mixing vessel. The rotational movement of the turntables is intended to 

prevent the mixing material from sticking behind the turntables (p. 6 lines 44 to 

48 = p. 18 para. 1 of the Transcript). This is supported by the fact that the flow 

guide plates have recesses towards the inner wall of the mixing container at 

different heights, through which the mixing material can flow (p. 6 lines 16 to 19 

= p. 17 para. 2 of the translation). The sections of the flow guide plates located 

between these recesses, on the other hand, are directly adjacent to the mixing 

vessel wall and are intended, on the one hand, to prevent mixing material from 

settling on the inner wall and, on the other hand, to feed the mixing material 

back to the circulation in the mixing vessel (p. 6 lines 51 to 56 = p. 18 para. 1 

a.E. of the translation). The flow guide plates can be moved via an electric drive 

either in the same direction of rotation as the inner agitator or in the opposite 

direction (p. 4 lines 73 to 91 = p. 12 para. 3 to p. 13 para. 1 of the transl.; p. 6 

lines 39 to 44 = p. 18 para. 1 of the transl.). 

34  The flow guide plates of the mixer shown in D5 thus correspond to the 

mixing shares of the patent in suit both in terms of their construction and in terms 

of their function. In the embodiment example, the mixing shares of the patent in 

suit are designed as beam-like shares or cuboid bodies. They are staggered at 

different heights along the inner wall of the container and are adjustable in 

vertical direction and in angle to the container wall in order to adapt to the 

container wall (cf. description. paragraph 12 to 14). Between the beam-like 

panels are free sections in which the mix flows over the tank wall. The flow guide 
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plates of the mixer described in D5, unlike the mixing coulters shown in the 

patent in suit, consist of plates which are continuous over the length of the inner 

wall of the container and which are arranged at a certain distance from the inner 

wall of the container, but they have sections which are offset towards the 

container wall at different heights, which adjoin the container wall and which are 

intended, on the one hand, to prevent mixing material from settling on the inner 

wall and, on the other hand, to feed the mixing material back to the circulation 

in the mixing container (p. 6 lines 51 to 56 = p. 18 para. 1 at the end of the 

translation).  

35  Even if, with regard to the reversible drive of the flow guide plates, the 

focus of D5 is on being able to remove mixing material residues on the guide 

plates more easily and thus to facilitate cleaning, the skilled person was able to 

gather from the document that the reversal of the direction of rotation of the flow 

guide plates proposed there can be made usable not only for the cleaning step, 

but also for the mixing process itself and can contribute to feeding the mixing 

material deposited on the mixing coulters during the mixing process back to the 

mixing process and thus to accelerating it. The skilled person therefore had 

reason to transfer the possibility of reversing the direction of rotation to the outer 

agitator known from the D3 and to design it in accordance with feature 4.2.1.  

36  Contrary to the view of the defendant, this cannot be denied on the 

grounds that the D5 aims to avoid material accumulation behind the flow guide 

plates, whereas the patent in suit is concerned with being able to more quickly 

mix in unmixed material that is pushed in front of the mixing coulters. It is true 

that it is (also) the task of D5 to prevent material from sticking behind the guide 

plates. However, according to the explanations in the D5, this is achieved solely 

by the fact that, unlike in the earlier state of the art, the flow guide plates are no 

longer rigidly attached to the inner wall of the vessel, but are arranged on a 

turntable which can be moved around the central axis of the mixing vessel (p. 4 

lines 73 to 86 = p. 12 para. 2 of the Transcript). Sufficient for this purpose is 

therefore only the rotatability of the guide plates as such, but not the further 

possibility of moving the guide plates also against the direction of rotation of the 

inner agitator. In contrast, the reversal of the direction of rotation in the D5 is 

regarded as advantageous for cleaning because it allows any material that may 
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have remained to be removed not only from the rear but also from the front of 

the guide plates.  

37  Likewise, the defendants cannot be followed in stating that the skilled 

person would not consider the possibility of reversing the direction of rotation 

disclosed in D5 for a mixer of the type shown in D3 because the design of the 

outer agitator shown in D5 is designed for mixing cement paste and the reversal 

of the direction of rotation is only used when there is only mixing water in the 

container, whereas when mixing concrete, which as a rule also contains coarse 

material, incomparably stronger forces act on the agitator, so that it must 

withstand stronger stress than is the case with the mixers disclosed by D5. 

Claim 1 of the patent in suit does not contain a limitation to concrete mixers, but 

relates generally to a compulsory mixer for mixing components, without 

specifying them in more detail. The description of the patent in suit states that 

the mixer according to the invention is intended to produce mixtures of liquid, 

powdery and granular components. Concrete mixtures are mentioned only as 

an example (Descr. para. 1). Therefore, there are no apparent reasons, nor are 

any presented by the defendants, why the skilled person should refrain from 

considering the possibility of reversing the direction of rotation of the external 

agitator disclosed in D5 also for a mixer according to D3, even if the mixer 

according to D5 is designed for mixing materials other than concrete.  

38  2. The Patent Court also rightly considered the version of claim 1 

defended by auxiliary request II as not patentable. The feature additionally 

included in this version, according to which the screw forming the internal 

agitator conveys the material upwards, is already anticipated by D3. The mixing 

blades of the inner mixing means of the mixer shown in the D3, which are 

configured in the shape of a screw, move the mixing materials upwards from the 

bottom of the center of the mixing container (Column. 3 lines 55 to 58 = p. 5 

lines 31 to 34 of the transl.).  

39  The Patent Court has rightly decided that the subject matter of patent 

claim 1 and patent claim 3 is patentable in the version defended by the auxiliary 

request VI of the first instance.  
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40  a) The subject matter of patent claim 1 in this version was not 

suggested to the skilled person by the state of the art cited in the first instance. 

The citations D3 (Figure 1) and D5 (Figure 5) disclose as internal agitators only 

cylindrically shaped screws and do not suggest a conical design.  

41  The citation D4 presented alone in the first instance with respect to this 

feature taken from subclaim 3 does disclose mixing tools with the embodiments 

shown in Figures 2, 4 and 5, which are adapted to the conical mixing vessel and 

are accordingly conically shaped with an upwardly increasing diameter. Thus, 

the mixing vanes of the outer agitator follow the shape of the inner wall and the 

inner mixing vanes, which are less pronounced but also conical in shape, run 

around inside the outer mixing vanes (Descr.. pp. 11, 15 and 17). However, 

these mixing tools are not screws but, according to patent claim 1, helical, 

ribbon-shaped mixing blades. Incidentally, in the D4, both the outer and inner 

agitators comprise such ribbon-shaped mixing blades. It is therefore not 

apparent to what extent the skilled person who wishes to further develop a mixer 

in which the inner and the outer agitator are each provided with different mixing 

tools should take from the D4 the suggestion to conically shape the inner 

agitator tool, for which, unlike in the D4, he has provided a screw. 

42  b) The subject matter of patent claim 3 in the version of the first-

instance auxiliary request VI is also based on inventive step compared to the 

state of the art discussed.  

43  The Patent Court correctly assumed that none of the claims submitted in 

the first instance discloses cutting elements on an internal agitator formed as a 

screw or on an internal agitator provided with blades arranged one above the 

other, or gives suggestions for this. 

44  4. A different assessment of the patentability of the subject matter of 

patent claim 1 and patent claim 3 in the version defended with the first instance 

auxiliary request VI also does not result from the citations BB1 to BB9 submitted 

by the plaintiff for the first time with the grounds of appeal.  

45  a) The British patent specification 881 741 (BB1), the US patent 

specifications 1 394 371 (BB2), 1 268 813 (BB3), 4 185 925 (BB4), 3 445 090 
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(BB5) and 2 315 251 (BB6) as well as the European patent specification 323 

767 (BB7), the German interpretation specification 1 932 094 (BB8) and the 

German disclosure specification 26 43 560 (BB9) are in principle to be taken as 

a basis for the substantive examination by the Senate. The requirements for 

admission of these new means of attack in the appeal proceedings are met 

(Sec. 117 sentence 1 Patent Act in conjunction with Secs. 529(1) No. 2, 531(2) 

sentence 1 No. 3 Code of Civil Procedure).  

46  In this respect, the defendants claim that the new means of attack must 

be rejected as being out of time because the plaintiff could have recognized, on 

the basis of the Patent Court's indication at the oral hearing, that the aspects 

introduced with auxiliary request VI (design of the screw in conical form, cutting 

elements on the screw or on the wings arranged one above the other) were 

relevant and could establish patentability. Moreover, it was due to the plaintiff’s 

negligence that it had not already submitted the citations BB1 to BB9 before the 

Patent Court. If the plaintiff had exercised due diligence, it would have been able 

to find these citations, of which BB1 is listed on the cover sheet of the patent in 

suit, at the time the action was filed. 

47  It is true that claims 1 and 3, defended by auxiliary request VI, were 

included as subsidiary claims 2 and 5 in the version of the patent in suit already 

defended by the defendants in the first instance as auxiliary request IV in 

response to the court's reference pursuant to Sec. 83(1) Patent Act in the written 

statement of 20 April 2012. With regard to this auxiliary request, and in particular 

also with regard to the additional features that the screw is conically shaped and 

that cutting elements are arranged on the screw or on the wings arranged one 

above the other, the plaintiff has already commented with its written statement 

of 24 May 2012, essentially with reference to its application of 10 February 2011, 

without mentioning the citations now submitted in the appeal. However, it cannot 

be determined on the basis of the minutes of the oral proceedings to what extent 

the Patent Court, with its reference to the version defended with auxiliary 

request IV, also indicated that it considered the independent patent claims 

contained therein and defended as patent claims 1 and 3 following the reference 

with auxiliary request VI to be at least possibly legally valid; the content of the 

reference is neither communicated in the minutes of the hearing nor in the 
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judgment. Finally, the reference of the Patent Court under Sec. 83(1) Patent Act 

does not allow any conclusions to be drawn as to the assessment of the Patent 

Court, since it only contains comments on patent claim 1 as granted, but not on 

the features of the individual subclaims included in the version defended by 

auxiliary request VI. Against this background, it is in any case not due to 

negligence that the plaintiff did not already refer to citations BB1 to BB9 at first 

instance or, in view of the changed factual situation as a result of auxiliary 

request VI, at least requested an adjournment in order to be able to carry out 

further searches directed to the now defended version of the patent in suit. 

48  b) On the merits, however, the plaintiff has not made any 

submissions in the appeal proceedings based on the newly submitted citations 

which could support the legal assessment that the subject matter of patent claim 

1 as amended by auxiliary request VI was suggested to the skilled person.  

49  The plaintiff who asserts the ground of nullity of lack of patentability in 

patent nullity proceedings and in particular, as in the case in dispute, that the 

subject matter of the patent in suit was obvious to the skilled person, must show 

that a technical teaching or technical teachings were known in the state of the 

art from which the skilled person could develop the subject matter of the 

invention with the aid of his technical knowledge. Furthermore, he must present 

those technical and other factual aspects from which the Patent Court or, in the 

second instance, the Federal Court of Justice is to draw the desired legal 

conclusion that the skilled person had reason to follow the path objectively 

possible to him according to his technical knowledge and ability. The principle 

of official investigation does not release the plaintiff from this, because 

according to it, the court must only take into account the present technical 

knowledge of its judges and, if necessary, further investigate those factual 

indications which arise from the factual submissions of the parties for or against 

a lack of patentability. If there are no such indications, it is not the task of the 

court, either at second instance or at first instance, to identify and combine 

factual elements on behalf of the plaintiff which, either individually or together 

with others, could justify the objective of the action (Federal Court of Justice, 

judgment of 27 August 2013, X ZR 19/12, BGHZ 198, 187, para. 36, 

Tretkurbeleinheit).  
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50  The plaintiff has not satisfied this burden of proof. 

51  (1) The grounds of appeal merely refer in general terms to the fact 

that it is apparent from citations BB1 to BB4 that mixers with internal agitators 

designed as conical screws are known in advance and that the internal agitators 

of the mixers disclosed in citations BB5, BB6 and BB7 have an upwardly 

increasing diameter.  

52  In this connection, it is apparent from the documents submitted that the 

mixers shown in citations BB1, BB2, BB3 and BB4 all have an agitator consisting 

of a conical screw with an upwardly increasing diameter. However, this is in 

each case the only agitator of the mixer, so that the feature that the screw of the 

inner agitator is conical is not fulfilled in itself for lack of a second, outer agitator.  

53  With regard to citation BB5, it is disputed between the parties whether 

the mixer disclosed therein, which has a screw in the central axis of the mixing 

vessel, which is provided with agitator arms in the conical part of the vessel at 

its lower end, thus has two agitators. However, this can be left to one side. For, 

in any event, the auger of the mixer disclosed in citation BB5 is not conical in 

shape. Rather, it is divided into four sections, the outer diameter of which 

increases upwards with each section (Sp. 4 lines 51 to 54 = p. 9 of the transl.). 

The diameter of this stirrer thus increases upward, but only in steps.  

54  The mixers disclosed in citations BB6 and BB7 do indeed have two 

agitators which are adapted in their extension to the shape of the mixing vessel 

and increase in diameter upwards in accordance with the mixing vessel wall. 

However, these agitators are not designed as screws, but are equipped with 

mixing blades or mixing vanes (cf. Figure 1 in each case). 

55  Thus, the grounds of appeal already do not show that the added feature 

of patent claim 1 according to auxiliary request VI was known per se.  

56  (2) Furthermore, the plaintiff did not explain, neither in the statement 

of grounds for appeal nor after the Senate's indication at the oral proceedings, 

from which factual aspects it should result that the state of the art introduced in 

the first and second instance suggested to the skilled person the subject matter 

of patent claim 1 according to auxiliary request VI in its entirety.  
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57  The plaintiff has neither presented a starting point that the skilled person 

could have chosen in this respect nor the aspects that could make the choice of 

this starting point plausible from a technical point of view (cf. in this respect 

Federal Court of Justice, judgment of 18 June 2009 - Xa ZR 138/05, GRUR 

2009, 1039 Fischbissanzeiger). If it is assumed in its favor that it also wants to 

proceed from the considerations of the Patent Court, which are subject to review 

as stated above, according to which the skilled person had reason to further 

develop the subject matter of citation D3 on the basis of the suggestions to be 

taken from D5, there is nevertheless no explanation as to which technical 

aspects should cause the skilled person to additionally resort to one or more of 

the citations BB1 to BB7 and to redesign the internal agitator of D3 according to 

this model. Already because the new citations, as explained, do not even have 

the additional feature of auxiliary claim VI per se, the reason for such a 

combination is by no means self-evident.  

58  c) The same applies with regard to patent claim 3 in the version 

defended by auxiliary request VI. In this respect, too, the plaintiff merely asserts 

that citations BB1, BB8 and BB9 suggest to the skilled person to attach cutting 

elements to the screw or to the superimposed wings, without explaining from 

which starting point and in which way motivated the skilled person would 

obviously have arrived at the subject matter of patent claim 3 in its entirety.  

59  (1) Here, too, it is already lacking to show that the added feature was 

known in itself.  

60  BB1 relates to a device for preparing mixtures of pulverized solid 

substances, the agitator of which consists of a conically shaped screw in which 

the outer surfaces of the arms are inclined towards the container wall at an angle 

of 45°. BB1 does not contain any indication that these outer surfaces are cutting 

elements, as the plaintiff claims. Rather, according to the explanations in the 

BB1, the inclination of the outer surfaces is merely intended to ensure that the 

mixing container can be completely emptied (p. 2 left column lines 35 to 49 = p. 

3 of the transcript).  

61  BB8 shows a device for mixing powdery and pulpy materials in a 

downwardly tapering frustoconical container with a vertical axis and a belt screw 
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rotating about the central axis of the container. In one embodiment described 

as advantageous, the belt auger may be provided with a sharp edge on the 

outside. This edge is intended to prevent buildup on the inner wall and bottom 

of the mixing container (Sp. 3 lines 63 to 67). On the other hand, it is not 

apparent from BB8 whether the edge can also have the function of crushing 

coarse material, as the p claims.  

62  BB9 relates to an agitating device comprising at least one agitating tool 

with blade-shaped wings. In the case of this citation, there is already a lack of a 

screw-shaped agitator. Insofar as the plaintiff asserts that the bends and (edge) 

projections of the blade surfaces are to be regarded as cutting elements within 

the meaning of patent claim 3 of the version defended by auxiliary request VI, 

this cannot be followed. According to the description, these components are 

merely intended to provide for a change in the direction of conveyance and for 

further turbulence (cf. Descr.. p. 13 and p. 16). On the other hand, there is 

nothing in the description to indicate that these edges and shoulders are 

intended to break up ("cut") the mixed material.  

63  (2) Apart from that, the plaintiff has not been able to show what should 

cause the skilled person to combine claims BB1, BB8 and/or BB9 with D3 and/or 

D5 in order to reach the subject matter of patent claim 3 as amended by auxiliary 

claim VI. 

64  IV. The decision on costs is based on Sec. 121(2) Patent Act and Sec. 

92(1) Code of Civil Procedure. 

 

Meier-Beck    Gröning    Schuster 

   Deichfuß   Kober-Dehm 
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