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FEDERAL COURT OF JUSTICE 

IN THE NAME OF THE PEOPLE 

JUDGMENT 

X ZR 111/13 

Pronounced on: 
15 December 2015 
Hartmann 
Judicial Secretary as 
Clerk of the court 
registry 

in the patent nullity proceedings 

Telekommunikationsverbindung/ 
Telecommunications connection 

 

Patent Act Sec. 116(2), Sec. 117, Sec. 83(1); Code of Civil Procedure Sec. 529(1) 

a) The alternative defense of the patent in suit with amended claims in the appeal 
instance cannot normally be considered relevant within the meaning of Sec. 116 
(2) No. 1 Patent Law if the defendant already had cause to do so in the first 
instance. 

b) An occasion for at least a subsidiary limited defense in the first instance may 
arise from the fact that the Patent Court has indicated in its notice issued under 
Sec. 83 (1) Patent Law that in its preliminary opinion the subject-matter of the 
patent in suit is not likely to be based on an inventive step. 

c) If the defendant does not assert an independent inventive step in the subclaims 
of the patent in suit relating back to the main claim in the first instance, and if he 
declares after the court's indication in the oral proceedings before the patent 
court that the defense of the granted version shall be sufficient, it is a new 
defense if the defendant in the appeal instance defends the patent in suit for the 
first time alternatively limited by the combination of the main claim with 
subclaims of the patent in suit and invokes an independent inventive content of 
the subclaims as justification. 

Federal Court of Justice, judgment of 15 December 2015 - X ZR 111/13 – 
Federal Patent Court 
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The X. Civil Senate of the Federal Court of Justice, following the oral hearing on 

15 December 2015, attended by the judges Gröning, Dr. Grabinski and Hoffmann as 

well as the judges Schuster and Dr. Kober-Dehm 

ruled that: 

The appeal against the judgment of the 5. Senate (Nullity Senate) of the 

Federal Patent Court, pronounced on 8 May 2013, is dismissed at the 

expense of the defendant. 

 

By operation of law 
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Facts of the case: 

1  The defendants are the proprietors of European patent 1 421 771 

(hereinafter referred to as the "patent in suit"), which was applied for on 30 

August 2002, claiming the priority of two German applications dated 31 August 

2001, and 20 November 2001, and was granted with effect in the Federal 

Republic of Germany. The patent in suit concerns a method for establishing a 

telecommunications connection between two persons. Patent claim 1, as 

granted, reads:  

"1. A method for establishing a telecommunication connection 
between two persons who report with a data record 
containing their address via a telecommunication system 
(4) to a data processing device (2) associated therewith, 
which is provided with a data record memory (11) for storing 
such data records and a comparator (1), which, in the event 
of a substantial match between at least two data records, 
emits a match signal for establishing a connection between 
the two persons, characterized in that the data record 
transmitted by a radio telephone (9a, 9b) contains at least 
the time and location, determined by a location 
determination system, of a person making contact, contact-
seeking person determined by a location determination 
system, as well as the call number of the contact-seeking 
person, for which a matching data record, likewise 
containing time and location, of a contact-ready person 
likewise reporting is determined in the comparator (1), each 
reporting of the data record with time and location of the 
contact-seeking person triggering the start-up of a limited 
time period in the data processing device (2) for the 
determination of the matching signal and its output in the 
event of overlap of the two time periods, and that the 
matching signal in the telecommunication system (4) 
generates a call signal to the person willing to be contacted 
to his radio telephone and thereby establishes a 
telecommunication connection between the two radio 
telephones (9a, 9b) of both persons. "  

2  Claims 2 to 14 are directly or indirectly related back to claim 1. 

3  The plaintiff has argued that the subject matter of the patent in suit is not 

patentable. The defendants have defended the patent in suit.  

4  The Patent Court declared the patent in suit null. The plaintiffs' appeal is 

directed against this, in which they request that the judgment of the Patent Court 
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be amended and the action dismissed. In addition, they defend the patent in 

suit, most recently in the version of three auxiliary requests which they filed for 

the first time in the appeal proceedings. 
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Grounds of the decision: 

5  The defendant's admissible appeal remains unsuccessful on the merits.  

6  I. The patent in suit concerns a method for establishing a 

telecommunication connection between two persons.  

7  1. According to the description, such methods were known in the 

prior art (para. 2 f.). They require that the address of a person willing to make 

contact is communicated to the person seeking contact via a data processing 

device in order to establish the connection (para. 4).  

8  The international application 00/19344 also disclosed a method for 

establishing a telecommunication connection between persons, each of whom 

reported to a data processing device with a data record, the data record 

containing an address of the subscriber and a location, such as a building, a 

street or a city. The patent in suit points out that such a method is unsuitable for 

establishing a telecommunication connection between a person seeking contact 

and a person willing to make contact who is in the vicinity, if the aim is from the 

outset to establish a telecommunication connection only between two persons 

(para. 5) and, against this background, proposes the following teaching for a 

telecommunication connection between two persons in patent claim 1:  

1. Method for establishing a telecommunication connection 

between two persons:  

2. The two persons register with a data record containing their 

address via a telecommunication system (4) with a data 

processing device (2) associated therewith.  

3. The data processing device (2) is provided with a data 

record memory (11) for storing such data records and a 

comparator (1).  

4. The data record of the person seeking contact transmitted 

by a radio telephone (9a, 9b) contains at least  

a) the time and  
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b) the whereabouts determined by a location 

determination system and the call number of the 

person seeking contact.  

5. In the comparator (1), a matching data record of a person 

who is also in contact and who is willing to be contacted is 

determined for the data record of the person seeking 

contact, which also contains the time and location.  

6. If at least two data records largely match, the comparator 

(1) emits a match signal to establish a connection between 

the two persons. 

7. Each reporting of the data set with time and location of the 

person seeking contact triggers the start-up of a limited time 

period in the data processing device (2) for the 

determination of the matching signal and its output when 

the two time periods overlap.  

8. The matching signal generates in the telecommunication 

system (4) a radio signal to the person ready for contact to 

his radio telephone and thus establishes a 

telecommunication connection between the two radio 

telephones (9a, 9b) of both persons.  

9  According to the description of the patent in suit, it is important for the 

procedure that the first telecommunication connection between the two persons 

is established by the data processing system in the interest of preserving their 

anonymity, with full protection of the addresses of both persons, and that neither 

person has to actively enter the address of the other in order to establish the 

connection (para. 9).  

10  From the point of view of the skilled person, who, in accordance with the 

observations of the Patent Court, is a communications engineer with knowledge 

and experience in the field of connection establishment in telecommunications 

networks and similarity analysis of data records in databases, features 5 and 6 

state the minimum information that the respective data records must contain in 
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order to fulfill the purpose served by the method according to the patent in suit, 

namely to enable a telecommunications connection between a person seeking 

contact and a person willing to make contact at the end. The data, which are at 

least required for the realization of the purpose of the method, concern besides 

the telephone number of the person seeking contact, place and time, so that in 

the comparator to this data record a suitable, likewise time and location (and 

telephone number) of a contacting person reporting in the same way can be 

determined. For this purpose, the patent in suit is based on the location of the 

persons and the time. According to which criteria the time is to be determined, 

the patent in suit leaves it to the skilled person, who will define and determine it 

in such a way, as this corresponds best to the promotion of the purpose of the 

procedure. 

11  According to feature 7, each notification of the data set with the time and 

location of the person seeking contact in the data processing device 2 triggers 

the start-up of a limited time period for the determination of the matching signal 

and its delivery if the two time periods overlap. The "limited time period" is the 

time period specified for the comparator (such as by control of the data 

processing device) to determine whether there are at least two substantially 

matching data sets so that a matching signal can be triggered to generate a call 

signal to the person willing to make contact, thereby establishing a connection 

between the two radio telephones of the two persons. This requires that the 

limited time periods triggered by two persons overlap because the matching 

signal can only generate a call signal to the radio telephone of the person willing 

to make contact and establish a connection between the two persons in this 

overlap area (cf. par. 15). However, it does not follow that the limited period 

must begin at the time the record is reported. Neither the wording of feature 7 

nor the description of the patent in suit can be cited for this, in which it is 

emphasized that the measurement of the time period is expediently designed in 

such a way that it can be determined by each of the two persons individually for 

themselves by determining the time command to the data processing device 

(para. 16). In accordance with the statements of the Patent Court, it is also not 

determined according to the invention when the limited time period begins, i.e. 

whether it is triggered immediately after receipt of the data record in the data 

processing device or only after a delay. 
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12  II. The Patent Court has substantiated its decision essentially as 

follows.  

13  The subject matter of claim 1 of the patent in suit was not based on 

inventive step compared to the international application 01/15480 (K7).  

14  From K7 a method for establishing a telecommunication connection 

between two persons was known. The persons registered with a data record 

containing their address ("USER ID") via a telecommunication system ("GSM-

network" or Internet) with an associated data processing device which was 

equipped with a data record memory and a comparator which, if at least two 

data records largely matched, emitted a matching signal to establish a 

connection between the two persons. In addition, it is disclosed that the location 

of a contact-seeking person reporting is determined via the radio telephone by 

a location determination system, and this information and the person's 

telephone number are transmitted to the data processing device. A matching 

record of a person willing to be contacted is determined in the comparator.  

15  It is not immediately clear from the K7 that a "time" is contained in the 

data record of the person willing to be contacted and the person seeking contact 

and that each message of the data record of the person seeking contact triggers 

the start of a time period for the determination of the matching signal. However, 

the skilled person takes a time interval information from the K7, which serves as 

a basis for the determination of a time overlap range between the contact 

seeking person and the contact ready person and is described by corresponding 

parameters. Based on this and other information, a match signal is determined 

in the comparator by means of the evaluation algorithm and a call signal is 

generated in the telecommunications system to the person ready for contact via 

his or her radio telephone. 

16  The non-disclosed partial features were not to be considered in the 

examination of inventive step because they did not determine or at least 

influence the solution of the technical problem by technical means, especially 

since the point in time was obviously irrelevant for the method according to the 

invention. But even if these partial features were to be taken into account, there 

was no inventive content. In the GSM network, as the skilled person knows, the 
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entering or leaving of a radio cell by a mobile radio device is already provided 

with a time stamp (time) for handover and billing purposes. In a procedure that 

serves to establish a connection between two persons, the skilled person will 

first use the time stamps that already exist for both persons to activate a 

connection-relevant time period in order to keep the data acquisition and 

processing effort low. Therefore, a point in time is suggested as a trigger for the 

start of a time period intended for this purpose, if this is not already read in the 

K7 anyway. But also the simple user wish to be able to activate or deactivate 

the matching process not only by means of the terminal device using separately 

definable matching parameters leads the skilled person to provide the user with 

the option of having a time period determined directly with his message during 

which the matching is carried out. 

17  III. The reasoning of the Patent Court stands up to scrutiny in the 

appeal proceedings.  

18  1. The subject matter of claim 1 of the patent in suit as granted is 

suggested to the skilled person by K7, so that there is no inventive step.  

19  K7 deals with a method for establishing a telecommunication connection 

between two persons, wherein the connection is not to be established by dialing 

a telephone number, but in dependence on the location of the persons and the 

similarity of a profile ("profile") with information which the persons have stored 

in the network (K7, p. 4, line 14 ff.; p. 24, line 1 ff.; "claim 1").  

20  According to the procedure, the persons log in with a profile (K7, p. 10, 

line 5 ff.; line 12 ff.: "profile"), i.e., a data record that also contains their address 

(K7, p. 9, line 10 ff.; p. 10, line 5 ff. : "USER ID"), via a telecommunications 

system, which may be the GSM cellular phone network (K7, p. 5, line 8 ff.: GSM 

"cellular phone network"), at a server (K7, p. 10, line 8 ff.; p. 16, line 20 ff.: 

"server"), i.e., a data processing facility. In a preferred embodiment, the profile 

of a person is received and stored by the server 106 when the mobile station 

first becomes active in the service area 103 of the server, and is available in the 

server as long as the mobile station remains active in its service area (K7, p. 9, 

line 21 ff.; p. 10, line 12 ff.; see also Figure 1). Thus, the profile or data record 

of the person seeking contact is transmitted by a radio telephone and also 
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contains the location determined by a location determination system (such as 

GPS, cf. K7, p. 13, line 1 ff.). If the telecommunication system is the GSM 

network, according to the findings of the Patent Court, which are not challenged 

by the appeal, it is also implicitly disclosed to the skilled person that the call 

number is transmitted to the server (the data processing device). Finally, the 

transmitted data record contains a time, as is clear from the Patent Court's 

finding, likewise not challenged by the appeal, that to the knowledge of the 

skilled person in the GSM network, the entering of a radio cell by a mobile device 

is provided with a time stamp (i.e., a time). The question raised by the Patent 

Court, moreover, whether the time point mentioned in features 4, 5 and 7 is at 

all a technical feature to be taken into account in the examination of inventive 

step, need not be decided thereafter, because K7 discloses such a time point in 

any case. 

21  The server is equipped with a comparator ("matching engine"), which 

checks the profiles of the persons who are at a certain location (for example, in 

the area of a base station, a cell or cell group or a service area) for matches 

(K7, p. 9, line 18 ff; p. 10, line 16 ff; p. 16, line 14 ff; p. 20 line 11 ff). In the 

comparator, a matching data record containing the location of the person 

seeking contact is determined for the data record of a person willing to make 

contact who is also reporting, whereby the data record of the person willing to 

make contact is also provided with a time stamp or a time, at least in the GSM 

network, in addition to the location.  

22  Based on an evaluation algorithm (K7, p. 10, line 16 ff.), if at least two 

profiles largely match, the comparator emits a match signal that generates a 

radio signal in the telecommunications system to the person willing to make 

contact to his or her radio telephone and thus establishes a telecommunications 

connection (K7, p. 21, line 5 ff.; claims 1 and 6; abstract). Thus, features 1 to 6 

and 8 are disclosed by the K7.  

23  K7 further states that comparison parameters may be provided that allow 

users to constrain the comparison spatially or temporally. The parameters may 

specify the size of the location area that the user desires or the time at which a 

comparison should be attempted (K7, p. 19, line 5 ff.). Thus, the skilled person 

is disclosed - in partial anticipation of feature 7 - the possibility to provide for a 
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limited period of time for the determination of the matching signal and its delivery 

when the two periods of time overlap for at least two persons. On the other hand, 

it is not described that each notification of the data record with the time and 

location of the person seeking contact triggers the start of the limited time period 

for the transmission of the matching signal. Nevertheless, contrary to the view 

of the appeal, it is not true that K7 pursued a completely different approach than 

the patent in suit. 

24  According to the teaching of K7, the radio telephone basically constantly 

and automatically searches for comparison possibilities and thus also reports 

the profile (the data record) with time and location to the server (at the data 

processing device) whenever the contact-seeking user enters a new location 

area. Alternatively, however, the contact-seeking user also has the option of 

activating or deactivating the comparison by a simple input process using the 

radio telephone, and even with this option the user only has to enter his 

comparison and request profile once (K7, p. 20, line 2 ff.). In this variant, the 

teaching of K7 is very similar to that of the patent in suit. The (renewed) 

activation after the occurrence of the deactivated state corresponds to a 

message with a data record containing the address at the data processing 

device in the sense of feature 2 of the patent in suit. The only difference to K7 

in this respect is that the patent in suit defines this activation not as a renewed, 

but as a first-time reporting to the data processing device. Accordingly, it is 

suitable for the skilled person either to trigger the start-up of the limited period 

for the determination of the matching signal with each reporting of the profile (of 

the data record) in the server (in the data processing device) or alternatively to 

activate or deactivate it by input on the radio telephone (cf. PGU 14 below, 

transition 15 above). The first of the two alternatives corresponds to the 

specifications of feature 7, so that the subject matter of patent claim 1 as granted 

was obvious to the skilled person.  

25  2. The defense of the patent in suit in the version of the last still 

asserted auxiliary claims 3A, 4 and 5 is inadmissible. Neither did the plaintiff 

agree to the defense of the patent in suit in the amended versions, nor can these 

be considered relevant, Sec. 116 (2) No. 1 Patent Law. 

26  According to the case law of the Federal Court of Justice, the defense of 
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a patent in an amended version, which is asserted for the first time in the appeal 

instance, is generally admissible under Sec. 116(2) Patent Act if, by the 

amendment, the defendant takes into account a legal opinion of the Federal 

Court of Justice that deviates from the first instance opinion and restricts the 

subject matter of the patent to that which, in the opinion of the Patent Court, was 

already apparent from the granted version (Federal Court of Justice, judgment 

of 28 May 2013 X ZR 21/12, GRUR 2013, 912 marginal no. 57 Walzstraße). 

The same applies in the case that the Patent Court in the reference issued 

pursuant to Sec. 83(1) Patent Act only addresses individual means of attack of 

the plaintiff and the defendant therefore generally has no reason to file, as a 

precautionary measure, further auxiliary requests in addition to auxiliary 

requests that take into account the notice given, with regard to means of attack 

that the Patent Court did not address in its notice or that it did not consider to 

be promising (Federal Court of Justice, judgment of 27 May 2014 X ZR 2/13, 

GRUR 2014, 1026 marginal no. 31 Analog-Digital-Wandler). In contrast, the 

Patent Court in the present case has already indicated in the reference issued 

under Sec. 83(1) Patent Act that in its preliminary view the subject matter of 

claim 1 of the patent in suit is not likely to be inventive in view of K7 and the 

skilled person's knowledge. This should have prompted the defendant, in view 

of its duty to promote the proceedings, to defend the patent in suit already in the 

proceedings before the Patent Court, which was also staffed with technical 

judges, alternatively with amended claims (cf. Meier-Beck, Festschrift Peter 

Mes, 2009, 273, 281; Benkard/Hall/Nobbe, Patent Act, 11th ed, 2015, Sec. 116, 

para. 11), especially since it cannot be ruled out that the legal dispute with 

regard to one or more of the alternatively defended versions of the patent in suit 

will not be ready for decision and the case will have to be referred back to the 

Patent Court for a new hearing and decision pursuant to Sec. 119(3) and (5) 

Patent Act or that expert evidence will have to be taken before the Senate. 

27  3. The subject matter of the patent in suit defended in the alternative 

with auxiliary claims 3A, 4 and 5 is also not subject to the scope of examination 

of the appeal proceedings under Sec. 117 Patent Act because therein patent 

claim 1 is combined with subclaims 10, 8 and 9 as well as 5 of the patent in suit 

as granted. In this respect, these are new defenses within the meaning of Sec. 

117 Patent Act in conjunction with the provisions of Secs. 529(1) No. 2, 531 (2) 
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sentence 1 Nos. 1 to 3 Code of Civil Procedure, which are to be applied mutatis 

mutandis, and the failure of which, according to the reference issued by the 

Patent Court pursuant to Sec. 83(1) Patent Act, is due to negligence on the part 

of the defendant. It is true that the Patent Court stated in its judgment that an 

independent inventive content of the backrelated subclaims of the patent in suit 

was not apparent. However, this did not make the question of whether the 

subclaims of the patent in suit are based on an independent inventive step an 

admissible subject of examination in the appeal proceedings pursuant to Sec. 

529(1) No. 1 Code of Civil Procedure.  

28  If the defendant does not assert an independent inventive step of the 

subclaims of the patent in suit which are related back to the main claim in the 

first instance and if he declares after judicial reference in the oral proceedings 

before the Patent Court that the defense of the granted version shall be 

sufficient, it is a new defense if the defendant in the appeal instance defends 

the patent in suit for the first time alternatively limited by the combination of the 

main claim with subclaims of the patent in suit and invokes an independent 

inventive content of the subclaims as justification. The defendants limited 

themselves before the Patent Court to the assertion of an inventive content of 

claim 1, in that they did not submit an independent inventive content of the back-

referenced subclaims of the patent in suit and, when asked by the chairman with 

regard to the announcement that they intended to defend the patent in suit in 

the alternative by incorporating features from the subclaims, stated at the oral 

proceedings that the defense of the granted version should be the end of the 

matter. Accordingly, the scope of examination of the patent court was also 

limited to the set of claims defended by the defendant in this respect (see 

Federal Court of Justice, order of 27 June 2007 X ZB 6/05, BGHZ 173, 47, 22 

et seq. Information Transmission Procedure II).  
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29  IV. The decision on costs is based on Sec. 121(2) Patent Act, Sec. 

97(1) Code of Civil Procedure. 

 

Gröning    Grabinski    Hoffmann 

  Schuster    Kober-Dehm 

 

Previous instance: 

Federal Patent Court, judgment of 8 May 2013 – 5 Ni 11/11 (EP) – 


