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Claims of a purpose-limited compound protection — Oestrogen blocker 

GRUR 2017, 1107 

Patent Act (PatG) sec. 3 para. 4, 9 No. 1, EPC Art. 54 para. 5 

"Swiss-type-claims" formulated as claims of production use are to be treated as claims of a 
purpose-limited compound protection in infringement proceedings. A manifest preparation is not 
necessary. (headnote of the redaction) 

Higher Regional Court of Dusseldorf, Decision of 5 May 2017 —1-2 W 6/17 

Facts: 

The applicant is the registered proprietor of the European Patent EP 1 272 195 B1 (hereinafter: 
injunction patent). It asserts a claim for cease-and-desist against the respondent by way of 
preliminary injunction based on its German part registered at the German Patent and Trademark 
Office under file number DE 601 13 975 T2. 

The injunction patent was filed in English on 2 April 2001 by claiming priority of the GB 008172 of 5 
April 2000. The patent application was disclosed on 8 January 2003. The mention of the grant of 
the injunction patent was published on 12 October 2005. After an opposition filed by a third party 
against the grant of the patent, the EPO maintained the injunction patent to the extent of the 
originally granted claims 1 and 3 to 6. Following the appeal filed by the patent proprietor against 
this decision of the EPO, the Technical Board of Appeal confirmed the original extent of grant. The 
appeal of the opponent, which applied for a full revocation of the injunction patent, has been 
rejected. The German part of the injunction patent is therefore in force. 

The injunction patent concerns the "use of A in the treatment of resistant breast cancer" ("Use of 
Fulvestrant in the treatment of resistant breast cancer"). Its patent claim 1 reads as follows: 

"Use of A in the preparation of a medicament for the treatment of a patient with breast cancer who 
previously has been treated with an aromatase inhibitor and B and has failed with such previous 
treatment." 

With its motion for preliminary injunction, the applicant opposes the offering and placing on the 
market of a medicine "A C 250 ml solution of injection in a pre-filled syringe" (hereinafter: the 
attacked embodiment) for therapeutic use for the claimed group of patients. The attacked 
embodiment was first listed in the Lauer-Taxe on 1 September 2016. 

The following note can be found in the "Instructions for use: Information for users" published for 
the attacked embodiment: 

"C contains the active substance A which belongs to the group of oestrogen-blockers. Oestrogens 
belong to the female sex hormones and may be involved in the growth of breast cancer in certain 
cases. 

C is used to treat advanced or metastasised breast cancer of women after the menopause." 

The expert information regarding the attacked embodiment states: 

"4.1. Areas of application 
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C is indicated for the treatment of postmenopausal women with estrogen-receptor positive local 
advanced and metastasized mamma carcinoma, during or after adjuvant antiestrogen therapy in 
the event of recurrence, or under the treatment with an antiestrogen in the event of progression of 
the decease." 

In its decision of 31 August 2016 the Chamber prohibited the respondent from selling the attacked 
embodiment due to the infringement of the EP 1 250 138, which was confirmed in the opposition 
proceedings by the judgment of the Regional Court of DOsseldorf of 12 December 2016 (4 c 0 
48/16), and after the respondent filed an appeal against the judgment, the Senate stopped the 
enforcement of the judgment of the Regional Court of 12 December 2016 with the decision of 13 
January 2017 (1-2 U 82/16, BeckRS 2017, 100463). This was due to the revocation of the EP 1 
250 138 by the Federal Patent Court in the oral proceedings on 12 January 2017. Since 1 
February 2017 the attacked embodiment has been listed in the Lauer-Taxe again. In its judgement 
of 7 February 2017, the Regional Court of Mannheim rejected another motion for preliminary 
injunction based on the infringement of EP 2 266 573. 

In its brief of 15 February 2017, the applicant made a motion for preliminary injunction, received by 
the court on 16 February 2017. 

The applicant claims that A-drugs would be used in about half of the cases in Germany after the 
failure of the treatment with B and an additional aromatase inhibitor. Patients, who received an 
aromatase inhibitor before their breast cancer has reappeared or progressed, in addition to the 
antioestrogen therapy required in the expert information, represent a significant proportion of 
patients treated with A in accordance with the expert and use information. Thus, the attacked 
embodiment is not limited (only) to the treatment of the claimed group of patients, but basically 
embraces a broadly defined group of patients, within which, however, the claimed group of 
patients represents a significant proportion of about half of the patients. Based on the previous 
jurisprudence of the Senate, an infringement would not be acknowledged in a legal action under 
such circumstances. This has been changed recently by the statement of the chairman of the 
Senate in the newest edition of his "Manual of Patent Infringement". According to the decision 
"Pemetrexed" of the German Federal Court of Justice (Federal Court of Justice, judgment of 14 
June 2016 — X ZR 29/15, GRUR 2016, 921, 926) a manifest preparation is no longer required for 
the liability of a product distributor in contrast to the previous jurisprudence. The requirements for 
the liability of a product distributor laid down therein were fulfilled in the present case. 

The respondent has opposed this. In the respondent's view, there is a lack of both an injunction 
claim and an injunction ground. Particularly, that the matter was not urgent. Moreover, the 
injunction patent would neither be infringed nor legally valid. In all other respects, the interests of 
the respondent were worthy of protection and would massively exceed the alleged interests of the 
applicant. 

In its the decision of 3 March 2017 the Regional Court of DOsseldorf has rejected the motion for 
preliminary injunction, referring to the lack of urgency in terms of time. 

The immediate appeal against this was not successful. 

For the reasons: 

[24] The admissible immediate appeal of the applicant is unfounded. The Regional Court has 
correctly denied the injunction ground referring to the lack of urgency. 
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[25] 1. As already correctly described in detail by the Regional Court, a preliminary injunction can 
only be issued in accordance with sec. 940, 935 Code of Civil Procedure (ZPO) if it is necessary to 
prevent serious disadvantages and thus an urgency for a provision in the preliminary proceeding is 
given. It follows for patent litigations that there has be to firstly an urgency of time that demands an 
urgent measure and, secondly, the weighing of the conflicting interests of the party seeking legal 
protection and the party against whom an action is brought with regard to the preliminary measure 
has to turn out in favour of the applicant or the claimant (Higher Regional Court of DOsseldorf, 
GRUR-RR 2008, 329 — Olanzapine (Olanzapin)). The applicant or the claimant must state the 
reason and bring its prima facie evidence. 

[26] The presence of the urgency required for issuing a preliminary injunction can't be determined 
generally, i.e. by fixed deadlines, but only by taking the specific conditions of the individual case 
into account (Higher Regional Court of Hamburg, GRUR-RR 2008, 366 — Simplify your 
Production). Thereby, it is decisive whether the infringed party has acted in such a negligent and 
hesitant manner that it can be concluded from an objective perspective that it is not in its interest 
to enforce its rights quickly, which is also why it is not appropriate to grant preliminary legal 
protection (Higher Regional Court of DOsseldorf, GRUR-RR 2013, 236 [239] — Flupirtine-maleate 
(Flupirtin-Maleat); Vo8/Kiihnen in Schulte, PatG, 9. Aufl., recital 416). However, the applicant does 
not have to take the litigation risk for the prosecution of its rights. Therefore, the infringed party 
must only appeal to the court if, firstly, it has reliable knowledge of all those facts that promise 
success in the prosecution of its rights in the proceeding of injunctive relief, and if, secondly, it can 
provide prima facie evidence for the relevant facts in a way that its success is certainly foreseeable 
(Higher Regional Court of DOsseldorf, GRUR-RR 2013, 236 [239] — Flupirtine-maleate (Flupirtin-
Maleat)). The applicant may prepare itself for any possible procedural situation that can occur 
depending on the circumstances of the case, so that it — however the respondent may state or 
defend itself — is prepared to reply successfully and to present the necessary means of prima facie 
evidence. On the other hand, the applicant must, as soon as it receives knowledge of the alleged 
facts of infringement, investigate this, take necessary clarifying measures and ensure the prima 
facie evidence of those. It must also not act dilatorily in doing so but must initiate the necessary 
steps purposefully and complete those. (Higher Regional Court of DOsseldorf, GRUR-RR 2013, 
263 — Flupirtine-maleate (Flupirtin-Maleat)). 

[27] 2. Based on these principles the Regional Court correctly referred to, the urgency required for 
the grant of a preliminary injunction is lacking in the present case. 

[28] a) The applicant did not deny that it has been aware of the attacked embodiment already 
since autumn 2016. Against the background of the duty to give a truthful submission as laid down 
in Sec. 138 Code of Civil Procedure (ZPO), it has also not been able to do so, after it had already 
filed applications for a preliminary injunction before the Regional Courts of Dusseldorf and 
Mannheim on 31 August 2016 and 21 September 2016, based on EP 1 250 138 and EP 2 266 
573, whereby the application filed before the Regional Court of DOsseldorf - until the temporary 
suspension of enforcement by the Senate - was also successful. 

[29] b) Furthermore, the grant of the injunction patent was already published on 12 October 2005. 
The validity of the injunction patent was sufficiently secured at the latest at the time, considering 
the jurisprudence of the Senate on the requirements for granting a preliminary injunction (cf. 
Senate, InstGE 9, 140; InstGE 12, 114 — Urine catheter set (Harnkatheterset); GRUR-RR 2011, 81 
— Sliding caliper — disc brake (Gleitsattel-Scheibenbremse); Mitt 2012, 413 with guiding principles. 
— Circular saw blade (Kreissageblatt); Mitt 2012, 415 — Adapter for ink cartridge (Adapter fur 
Tintenpatrone); Judgment of 19.2.2016 —1-2 U 55/15, BeckRS 2016, 06353; also Higher Regional 
Court of Karlsruhe, GRUR-RR 2009, 442 = InstGE 11, 143 — Preliminary injunction (Vorlaufiger 

3 3

[25] 1. As already correctly described in detail by the Regional Court, a preliminary injunction can 

only be issued in accordance with sec. 940, 935 Code of Civil Procedure (ZPO) if it is necessary to 

prevent serious disadvantages and thus an urgency for a provision in the preliminary proceeding is 

given. It follows for patent litigations that there has be to firstly an urgency of time that demands an 

urgent measure and, secondly, the weighing of the conflicting interests of the party seeking legal 

protection and the party against whom an action is brought with regard to the preliminary measure 

has to turn out in favour of the applicant or the claimant (Higher Regional Court of Düsseldorf, 

GRUR-RR 2008, 329 – Olanzapine (Olanzapin)). The applicant or the claimant must state the 

reason and bring its prima facie evidence. 

[26] The presence of the urgency required for issuing a preliminary injunction can’t be determined 

generally, i.e. by fixed deadlines, but only by taking the specific conditions of the individual case 

into account (Higher Regional Court of Hamburg, GRUR-RR 2008, 366 – Simplify your 

Production). Thereby, it is decisive whether the infringed party has acted in such a negligent and 

hesitant manner that it can be concluded from an objective perspective that it is not in its interest 

to enforce its rights quickly, which is also why it is not appropriate to grant preliminary legal 

protection (Higher Regional Court of Düsseldorf, GRUR-RR 2013, 236 [239] – Flupirtine-maleate 

(Flupirtin-Maleat); Voß/Kühnen in Schulte, PatG, 9. Aufl., recital 416). However, the applicant does 

not have to take the litigation risk for the prosecution of its rights. Therefore, the infringed party 

must only appeal to the court if, firstly, it has reliable knowledge of all those facts that promise 

success in the prosecution of its rights in the proceeding of injunctive relief, and if, secondly, it can 

provide prima facie evidence for the relevant facts in a way that its success is certainly foreseeable 

(Higher Regional Court of Düsseldorf, GRUR-RR 2013, 236 [239] – Flupirtine-maleate (Flupirtin-

Maleat)). The applicant may prepare itself for any possible procedural situation that can occur 

depending on the circumstances of the case, so that it – however the respondent may state or 

defend itself – is prepared to reply successfully and to present the necessary means of prima facie 

evidence. On the other hand, the applicant must, as soon as it receives knowledge of the alleged 

facts of infringement, investigate this, take necessary clarifying measures and ensure the prima 

facie evidence of those. It must also not act dilatorily in doing so but must initiate the necessary 

steps purposefully and complete those. (Higher Regional Court of Düsseldorf, GRUR-RR 2013, 

263 – Flupirtine-maleate (Flupirtin-Maleat)). 

[27] 2. Based on these principles the Regional Court correctly referred to, the urgency required for 

the grant of a preliminary injunction is lacking in the present case. 

[28] a) The applicant did not deny that it has been aware of the attacked embodiment already 

since autumn 2016. Against the background of the duty to give a truthful submission as laid down 

in Sec. 138 Code of Civil Procedure (ZPO), it has also not been able to do so, after it had already 

filed applications for a preliminary injunction before the Regional Courts of Düsseldorf and 

Mannheim on 31 August 2016 and 21 September 2016, based on EP 1 250 138 and EP 2 266 

573, whereby the application filed before the Regional Court of Düsseldorf - until the temporary 

suspension of enforcement by the Senate - was also successful. 

[29] b) Furthermore, the grant of the injunction patent was already published on 12 October 2005. 

The validity of the injunction patent was sufficiently secured at the latest at the time, considering 

the jurisprudence of the Senate on the requirements for granting a preliminary injunction (cf. 

Senate, InstGE 9, 140; InstGE 12, 114 – Urine catheter set (Harnkatheterset); GRUR-RR 2011, 81 

– Sliding caliper – disc brake (Gleitsattel-Scheibenbremse); Mitt 2012, 413 with guiding principles. 

– Circular saw blade (Kreissägeblatt); Mitt 2012, 415 – Adapter for ink cartridge (Adapter für 

Tintenpatrone); Judgment of 19.2.2016 – I-2 U 55/15, BeckRS 2016, 06353; also Higher Regional 

Court of Karlsruhe, GRUR-RR 2009, 442 = InstGE 11, 143 – Preliminary injunction (Vorläufiger 



Rechtsschutz)) after the Opposition Division had confirmed the injunction patent to the extent of 
the disputed claim 1 and after the Technical Board of Appeal of the EPO then rejected the appeal 
aimed at full revocation of the injunction patent by decision of 14 February 2013 

[30] c) Accordingly, at the time of gaining knowledge of the attacked embodiment, the applicant 
had the injunction patent as a property right at its disposal, which — assuming the existence of an 
injunction claim — provided a suitable basis for taking action against the offer and distribution of the 
attacked embodiment in Germany. The applicant should have made use of the available possibility 
of legal protection. Just as it is the applicant's duty to clarify the infringement on the basis of the 
competitive product available to the applicant, it is its obligation to verify which property rights may 
be infringed by the design of the competing product. If individual infringed property rights were not 
claimed, although this would have been possible and promising, it therefore regularly indicates that 
the patent proprietor does not have an urgent need to enforce its property rights. It may be 
different in individual cases if the enforcement of the affected intellectual property rights has been 
omitted for excusable reasons, either that the realisation of its technical teaching cannot be easily 
inferred from the product in possession of the patentee, or that the validity of the property right is 
not sufficiently secured at the time in question, or otherwise that there is a sound explanation that 
the property right in question was not initially found despite careful research or that it has not been 
claimed against the respondent (Regional Court of Diisseldorf, decision of 7 June2004 — 4 b 0 
227/04, BeckRS 2015, 03693; Senate, decision of 7 July 2004 — 1-2 W 26/04, BeckRS 2005, 
10335). However, such reasons justifying the applicant to wait do not apply in the present case. 

[31] The applicant has not been suspended from simultaneously basing its application for cease-
and-desist on the injunction patent in question by the fact that the injunction patent as a production 
use patent compared to those property rights which were initially subject matter of the applicant's 
preliminary injunction and the fact that all of these property rights were regular product patents 
offering less scope for legal protection. It is irrelevant whether the respondent's legitimate concern 
of being able to assess from the beginning which charges from the applicant it is exposed to, is 
sufficient therefore, in order to avoid that its re-entry into the market following the disposal of the 
first cease-and-desist injunction was once again prohibited on the basis of another patent which 
was already sufficiently valid at the time of the first charge. In the present dispute, it was 
necessary to include the injunction patent in the legal proceedings from the beginning, at least 
because, in this respect — unlike the other property rights — the validity existed to a particularly high 
extent after the Technical Board of Appeal of the EPO had maintained the injunction patent. In 
such situation, in which even from the applicant's point of view it could by no means be certain that 
it would be permanently successful based on its product patents which had not yet been examined 
to the same extent, it was required to pursue its rights purposefully and not to ignore a property 
right of particular legal validity, even if it "only" concerned a use patent. 

[32] The obligation to claim the property rights simultaneously existed despite the fact that the 
legal obligation to concentrate lawsuits does not apply for preliminary injunction proceedings. The 
fact that the legislator has only given weight to the aspect of cost savings, sec. 145 Patent Act 
(PatG) is based on, for main proceedings does not mean that in proceedings of preliminary 
protection a bundled action based on several available property rights cannot be required under a 
different legal aspect (such as urgency). 

[33] (1) That the subject of a patent claim for the use of a substance for the treatment of a disease 
is the suitability of the substance for a certain medical use and thus ultimately an inherent feature 
of the substance was not a new finding in autumn 2016, but was already worked out by the 
Federal Court of Justice's decision "Medicine utility model" (BGHZ 164, 220 = GRUR 2006, 135, 
„Arzneimittelgebrauchsmuster"). Furthermore, in the decision" Collagenase I" (Kollagenase I) 
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(GRUR 2014, 461), the Federal Court of Justice clarified that this corresponds in substance to a 
purpose-limited compound protection as expressly provided in sec. 3 para. 4 Patent Act (PatG) 
and Art. 54 para. 5 EPC in the version applicable since 13 December 2007 (substance X for the 
treatment of disease Y). Likewise, the Federal Court of Justice has already emphasised there that 
the treatment as purpose-limited compound protection is required irrespective of whether the 
wording of the patent claim aims at such purpose-limited compound protection, at the use of the 
medicine or at the preparation for a specific use. Even before the "Pemetrexed" decision of the 
Federal Court of Justice, it was thus in accordance with the case-law of the highest court that the 
subject matter of a patent claim aimed at the use of a substance for the treatment of a disease is 
ultimately a feature inherent in the substance, irrespective of how the patent claim is worded 
linguistically. 

[34] (2) With regard to the claim for production use in accordance with the Swiss model ("Swiss 
Type", "Use of a substance X for producing a medicine to treat the disease Y"), which forms the 
subject of the present injunction proceedings, it corresponded further to the ruling practice of the 
Senate (Decision of 7 August 2014 - 1-2 U 8/14, BeckRS 2014, 21947), that in case of such a 
claim, not only the direct use of the substance for the treatment of the particular disease, but 
already every action by which the substance is manifestly arranged for the respective therapeutic 
use can infringe the patent (BGHZ 88, 209 = GRUR 1983, 729 — Hydropyridine (Hydropyridin)). 
Even before the "Pemetrexed" decision of the Federal Court of Justice, it was therefore not only 
the purpose-limited compound protection that had been known. Rather, the Senate had already 
worked out that a production use claim formulated in accordance with the Swiss model is to be 
treated as a normal use claim, which, taking into account the ruling of the Federal Court of Justice 
on use claims in the pharmaceutical sector applicable at that time, meant that it gave its owner —
like those — a purpose-limited compound protection. 

[35] (3) This state of knowledge follows at the latest from the decision "Pemetrexed" (GRUR 2016, 
921 [926]) of the Federal Court of Justice published in September 2016, which states in recital 83 
et seq: 

"In accordance with the jurisprudence of the Senate, the suitability of the substance for a certain 
medical purpose and thus ultimately a feature inherent in the substance is the subject of the patent 
claim aimed at the use of a substance to treat a disease (BGHZ 164, 220 = GRUR 2006, 135 —
Medicine utility model (Arzneimittelgebrauchsmuster)). This corresponds in this matter to a 
purpose-limited compound protection as expressly provided in sec. 3 para. 4 Patent Act (PatG) 
and Art. 54 para. 5 EPC in the version applicable since 13 December 2007. This applies 
irrespective of whether the wording of the patent claim aims at such purpose-limited compound 
protection, at the use of the medicine or at the preparation for a specific use (BGHZ 200, 229 
recital 17 — GRUR 2014, 461 Collagenase I (Kollagenase I)). 

The same conclusion applies for claims aimed at the use of the substance to produce a medicine 
in accordance with the previous legal practice of the EPO. This special wording of the claim, 
known as Swiss type claim, took account of the fact that the EPO did not consider the use of a 
substance for the treatment of a disease to be patentable. The solution chosen instead, to aim the 
protection at the use for producing medicine, does not change the fact that in this matter a 
particular feature of the substance, also inherent in the produced medicine, is protected." 

[36] Since the "Pemetrexed" decision, it had to be clear to every skilled person that "swiss-type-
claims" formulated as claims for production use must be treated as (in accordance with EPC 2000) 
purpose-limited compound claims (active substance X for the treatment of disease Y) in 
infringement proceedings. The Federal Court of Justice has not made any explicit statement in its 
previous case-law on what liability requirements and legal consequences are connected in detail 
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with such "purpose-limited compound protection". Furthermore, it may well be that this has not 
been investigated elsewhere in decisions by lower courts and technical literature and that the 
significance of the purpose-limited compound protection for the requirements of liability and its 
legal consequences were first set down in the 9th edition of the "Manual of Patent Infringement". 
However, the findings gained there by no means are not as ground-breaking and surprising as the 
applicant tries to present. Rather, the applicant and its legal representation could have realised 
without difficulty that a purpose-limited compound protection may always be considered if the 
patent-related use of the protected substance is in fact guaranteed, irrespective of whether the 
person who offers and sells the substance is responsible (by manifest preparation). 

[37] The applicant was not exempted from own considerations in this regard just because the 
proprietor of a property right may prepare his/her legal action in preliminary proceedings as 
carefully and thoroughly, in particular prepare himself or herself for all conceivable process 
situations with powerful means of prima facie evidence so that he/she bears no risk of losing the 
lawsuit. This power established in the case law of the Senate (GRUR-RR 2013, 236 [238] — 
Flupirtine-maleate (Flupirtin-Maleat) does not mean that own considerations on possibilities of law 
enforcement resulting from a certain jurisprudence of the highest court would be dispensable. 
Rather, an applicant who seriously and purposefully pursues his/her rights may be required —
especially if he/she is advised by lawyers specialized in patent infringement law — to investigate 
the legal questions arising from the case constellation and take necessary action for the 
enforcement of his/her rights from the findings to be gained. 

[38] The considerations needed to be made by the applicant in this dispute were extremely clear 
since the rulings of the Federal Court of Justice discussed above already largely prescribed the 
handling of patents concerning the use of medical products in case of infringement, so that only a 
few logical conclusions were required in order to identify the liability criteria relevant for purpose-
limited compound patents: A first important finding already follows from the Federal Court of 
Justices qualification of patents concerning the use of medical products and production use 
patents as "purpose-limited compound patents". It lies in the fact that the provision of sec. 9 No. 1 
Patent Act (PatG) applies to those patents - as to any other product patent —according to which, if 
the subject matter of the patent is a product, it is prohibited for any third party to manufacture, 
offer, place on the market or use this product or import or possess it for the aforementioned 
purposes. In contrast to regular compound patents, which provide their proprietor with absolute 
compound protection and therefore apply completely independently of the specific purpose the 
patented product is offered or distributed for, the special feature of the purpose-limited compound 
patents is that - as an inevitable consequence of the limited purpose of the granted compound 
protection — the actions mentioned in sec. 9 No. 1 Patent Act (PatG) must take place in order to 
follow a very specific therapeutic purpose. Purpose-limited compound patents (also in the form of 
production use patents) therefore impose a prohibition on any third party to offer and/or distribute 
the protected active substance for the patent-protected purpose (sic: the patented medical 
indication). With this classification, the actual act of use no longer occurs during the final 
therapeutic use of the substance (as a procedure-related act), but with its transmission into 
business transactions through offer and distribution, which is not prohibited under all 
circumstances, but - to a limited extent — only if it occurs for the specific, patent-protected 
therapeutic purpose. Because of the compound protection limited by the purpose, direct use of the 
use patent/purpose-limited compound patent therefore only takes place if the required therapeutic 
purpose to which the patent protection is limited is inherent in the substance offered or distributed. 

[39] First of all, this can be actively achieved by manifestly preparing the medicine composition 
before its distribution for the intended purpose of use of the patent, i.e. by preparing it in such way 
that the protected therapeutic use is foreseeable. This may occur by means of formulation, 
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packaging, dosage and repackaging designed for the specific intended purpose or by means of 
instructions for use added to the product. Since, in the opinion of the Federal Court of Justice, the 
objective suitability of the medicine in question for the use according to the patent is the centre of 
the protection provided by a production use patent, liability of the product distributor is possible, 
however, even without its own measure of manifest preparation. Considering the non-
comprehensive, but restricted, i.e. purpose-limited compound protection, only conditions must be 
fulfilled that by other means ensure the required purpose binding for the protected active 
substance: Firstly, the product must be suitable for the purpose according to the patent and 
secondly, the distributor must take advantage of circumstances which — similar to active manifest 
preparation — ensure that the purpose-limited therapeutic use will occur with the offered of 
distributed product. The latter requires a sufficient, not only sporadic scope of use in accordance 
with the patent in dispute as well as knowledge to this effect or at least the supplier's ignorance of 
the relevant information against good faith. Where the external conditions for offer and sale of a 
product already amount to its patented therapeutic use, a separate preparation by the supplier is 
not necessary, which is why the decisive liability aspect cannot be seen in it either. There is no 
reasonable cause to require the decisive liability aspect against the background of the fact that in 
accordance with the case-law of the Federal Court of Justice, the patent protection — irrespective 
of the specific wording of the claim — refers "to the suitability of the known active substance for the 
specific medical use and thus ultimately to a feature inherent in the active substance". Considering 
the patent protection understood in this way, it is absolutely beside the point to limit the liability 
requirements for claiming a production use patent to constellations in which the therapeutic use in 
question arises due to an active preparation measure of the distributor, but to refuse the patent 
protection if, with the same suitability of the substance, the said patented therapeutic use occurs 
just because other circumstances (such as a customary cross-label use) cause it. 

[40] (4) On this basis, it would have been up to the applicant to draw the necessary conclusions 
from the case-law of the Federal Court of Justice on patents concerning the use of medical 
products on its own responsibility for further possibilities of pursuing its rights and, applied to the 
present case, to decide whether it considers an action based on the injunction patent promising 
and, if so, whether it also wishes to make the injunction patent the subject matter of an application 
for a preliminary injunction. 

[41] The applicant has not met this requirement; in any case, it has initially decided not to take 
action against the respondent based on the injunction patent. Only in February 2017, more than 
half of a year after the publication of the "Pemetrexed" decision of the Federal Court of Justice in 
the specialised press, it filed an application for a preliminary injunction based on the injunction 
patent. Since the applicant apparently did not initially recognize the opportunities arising from the 
"Pemetrexed" decision of the Federal Court of Justice, or at least did not make use of them, it 
cannot now successfully refer to later publications in which the corresponding consequences were 
explicitly drawn. 

[42] d) The (renewed) market entry of the respondent does not revive the urgency. This results 
only from the fact that the respondent was forced, to withdraw the attacked embodiment from the 
market in the meantime on the basis of the cease-and-desist injunction based on EP 1 250 138 
issued by the Regional Court. The respondent was only able to re-enter the market because the 
EP 1 250 138 was revoked, which is why the Senate ordered the suspension of the enforcement 
of the cease-and-desist injunction issued by the Regional Court. However, this alone does not 
revive the urgency. If the applicant is in possession of several property rights, it is obliged to make 
these property rights subject of preliminary injunction proceedings as far as it seeks preliminary 
legal protection. If individual property rights infringed by the attacked embodiment are not 
asserted, it indicates that the patent proprietor does not consider the enforcement of these 
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property rights to be urgent (Regional Court of DOsseldorf, decision of 7 June 2004 — 4 b 0 
227/04, BeckRS 2015, 03693; Higher Regional Court of DOsseldorf, decision of 7 July 2004 — 1-2 
W 26/04, BeckRS 2005, 10335), even if the operative part of the judgement to be obtained on the 
basis of the not asserted property rights remains behind the other asserted property rights. 
Therefore, the applicant has been refused the right to concentrate initially on one property right 
and to file a new application for a preliminary injunction later, when the preliminary injunction 
issued on the basis of that right has been revoked for whatever reasons. Because it cannot 
foresee whether the cease-and-desist title initially acquired will remain in force or whether it will be 
revoked in future, for instance due to an elimination of the property right forming the basis of the 
cease-and-desist title in the meantime. Therefore, a subsequent application for an injunction 
based on this property right cannot be successful due to a lack of urgency. 
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